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Tue Mitier Russer Co. v. BeEHREND & RoTHSCHILD 
(New York Law Journal, March 10, 1917) 


United States Circuit Court of Appeals 


Second Circuit, February, 1917 


1. Unrarm CompetitioN—PLeaDING AND PRACTICE. 

Where a bill charges unfair competition and infringement of a 
design patent, the objection that the bill is multifarious cannot be first 
made in the appellate court. 

. Unratrn CompetiTion—PLeEADING AND PRACTICE. 

Under Equity Rule 26, a plaintiff may join in one bill as many 
causes in equity as he may have against the defendant. Provided 
diversity of citizenship exists, unfair competition and infringement of a 
design patent may be so joined. 

3. Unrarr Competition—LiaBILity. 

Where street fakers purchased toy balloons from customers of 
defendant, and without defendant’s knowledge sold them by exhibiting 
to purchasers plaintiff’s article, defendant is not guilty of unfair com- 
petition. 

4. Unram Competition—Wuat Constitutes. 

Since no one is entitled to a monopoly of a toy balloon made in 
imitation of a watermelon, the fact that one was the first to make and 
sell such a balloon as a novelty does not render its manufacture and 
sale by another unfair competition where there is no attempt to deceive 


purchasers as to origin of manufacture by imitation of dress, mark or 
label. 


LSS) 


On appeal from a decree of dismissal. Affirmed. 


Otto Munk, of New York City, (William F. Hall, of counsel), 
solicitor for complainant-appellant. 
Philip C. Peck, of New York City, for defendants-appellees. 


Before Coxe, Rogers and Hoven, Circuit Judges. 


Rogers, Circuit Judge: The plaintiff is a manufacturer of toy 
balloons, its sales amounting to about $150,000 a year. It appears 
that there are many toy balloon manufacturers throughout the coun- 
try, and that the aggregate sale of such balloons runs into a substan- 
tial sum of money. The balloons of the patent in suit are known as 
“watermelon balloons,’ because of the striped markings which bear 
a resemblance to the markings on watermelons, and because of their 
resemblance to watermelons as respects their shape. 


The balloon of the defendants is in shape claimed by them to 
represent a football, but it has dark blue stripings which resemble 














100 SEVEN TRADE-MARK REPORTER 


the watermelon stripings used by the plaintiff on its balloons. The 
sale of the balloons of defendants amounts to 100,000 or more a 
year. 

The defendants have introduced in evidence twelve patents 
granted prior to the patents in suit to show that the alleged inven- 
tions of the patents in suit had been known in this country before the 
plaintiff's supposed invention or discovery. The toy balloon art, 
as shown by the record, dates back to the year 1896. 

In his specifications for the design patent Brucker claims to 
have invented ‘“‘a new, original and ornamental design” for toy bal- 
loons, reference being had to the accompanying drawing. The 
drawing has the shape of a watermelon and the general appearance 
of the striping to be found in watermelons. This court decided in 
Steffens v. Steiner, (232 Fed. 862) that “to sustain a design patent 
the design must involve something more than mere mechanical skill. 
There must be invention.” (See also Strause v. Wm. M. Crane Co., 
235 F. R. 126). 

And in Denton v. Fulda, (225 Fed. 587), the court declared 
that there is nothing novel in a design which copies something well 
known in life. The design in that case was of a butterfly. In this 
it is of a watermelon. The one is as lacking in novelty as the 
other. There can be no pretence that making a balloon or any other 
object to look like a watermelon involves invention. If we were to 
hold that it does we should be compelled to include the whole cata- 
logue of fruits and vegetables and sustain a design for balloons 
made to resemble a cucumber, a pumpkin, a cabbage or a potato. To 
discriminate in favor of one against the other would be an arbitrary 
act. The design patent No. 48150 is void for want of invention. 

This brings us in the same connection to consider the charge 
of unfair competition. 

In George Frost Co. v. Kora Co., (136 Fed. 487, 489, 1904), 
Judge Coxe, sitting in the Circuit Court for the Southern District of 
New York held that defendant in an infringement suit could not 
have affirmative relief therein for unfair competition on the ground 
that it constituted a separate and distinct cause of action. This de- 
cision was affirmed without opinion by this court in 140 Fed. 987. 
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And this court in New Departure Mfg. Co. v. Sargent & Co., (127 
Fed. 152, 1903) had declared, speaking through Judge Lacombe, 
that: “Of course in this suit for infringement of a patent we can- 
not inquire into the apparently unfair devices in the way of get-up, 
ornamentation, &c., by which it is suggested that defendants are 
seeking to deceive the public into a belief that their bells are those 
of the complainant.” 

Counsel for defendants in their brief call attention to the above 
decision and say that the charges of unfair trade cannot be con- 
sidered, and that the plaintiff must stand or fall upon the validity 
of his patent. We do not doubt the correctness of the above deci- 
sion. But the bill which unites these two causes of action was not 
objected to on that ground in the lower court. ‘The Supreme Court 
of the United States has held in several cases that the objection that 
a bill is multifarious cannot be taken by a party in the appellate 
court (Oliver v. Platt, 3 How. 333, 1845; Barney v. Latham, 103 
U. S. 205, 1880). It was also declared in those cases that the 
court might take the objection, but that it would not do so unless it 
deemed such a course necessary or proper to assist in the due ad- 
ministration of justice. In the case now before us it may assist in 
the administration of justice as between these parties if we pass on 
the question of unfair competition which is raised by the pleadings 
and decided by the court below. 

There is, however, another and conclusive reason why this court 
should consider the question. This suit was commenced after the 
promulgation of the new rules in equity. Under Rule 26 it is pro- 
vided that the plaintiff may join in one bill as many causes of action, 
cognizable in equity, as he may have against the defendant. That 
rule requires that if there be more than one defendant the liability 
must be one asserted against all of the material defendants, or suff- 
cient grounds must appear for uniting the causes of action in order 
to promote the convenient administration of justice. Under this 
rule, provided the diversity of citizenship exists, and it does exist in 
this case, we see no reason why the plaintiff was not entitled to join 


in one bill its cause of action on the patent and its cause of action 


for unfair competition. 
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To establish the alleged unfair competition evidence was intro- 
duced of sales made by street fakers in the City of New York. The 
fakers exhibited the balloon of the plaintiff, and when the sale was 
made they gave a small balloon in an envelope, which turned out 
to be the balloon of the defendant. The isolated instance of the 
transactions with the street vendors was not in any manner brought 
home to the defendants. They sell only to wholesalers and jobbing 
houses, and are not to be held responsible for unscrupulous methods 
adopted by itinerant vendors to attract attention and sell their 
goods to the passing public without a semblance of proof of knowl- 
edge of their practices brought to the attention of defendants. This 
testimony is of too flimsy a character to support a charge against 
the defendants of unfair competition. The gravamen of any unfair 
trade charge is fraud, and this testimony does not connect the de- 
fendants in any way with the vendors on the street. 

Unfair competition is a question of faet (Howe Scale Co. v. 
Wyckoff, 198 U.S. 118). To make out a case it is sufficient to show 
that the natural and probable result of defendant’s conduct will be 
to lead the public to purchase his goods in the belief that they are 
the goods of the plaintiff. If the conduct would deceive the or- 
dinary buyer making his purchases under ordinary conditions it is 
unfair competition. And the law is that a wrongful imitation for a 
fraudulent purpose will be enjoined (Internat. Silver Co. v. Rodgers 
Bros. Cutlery Co., 186 Fed. 1099; O’Grady v. McDonald, 72 N. J. 
Eq., 805; Keasbey v. Brooklyn Chemical Works, 142 N. Y. 467). 

In 38 Cyc. 787, the law is correctly stated as follows: “Mere 
similarity is not as a matter of law, conclusive evidence of an in- 
tention to deceive. But such intent may be inferred, as a matter of 
fact, from similarity. Form, color and general appearance may be 
considered. The greater the number of points of similarity the 
stronger is the inference of an intentional imitation with intent to 
deceive.” 


The defendant’s balloons are substantially the plaintiff's in 
appearance, design and purpose. That the plaintiff cannot com- 
plain of the shape of the balloons of defendant cannot seriously be 
questioned. But whether the defendant should be permitted to 
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stripe its balloons in a manner which is an obvious imitation of the 
plaintiff's, and which has no relation to the working or excellence of 
the balloon, is a different question and not so easily answered. We 
think, however, that as no one is entitled to a monopoly of a toy 
balloon made in imitation of a watermelon, the fact that one was the 
first to make and sell such a balloon as a novelty does not render its 
manufacture and sale by another unfair competition where there is 
no attempt to deceive purchasers as to origin of manufacture by 
imitation of dress, mark or label, but the likeness is in the article 
itself, because both are copies of another article. That was the rule 
laid down by the Circuit Court of Appeals in the Third Circuit in 
an opinion which reviews the prior cases, and in which the article 
involved was a desk telephone. (Rice <& Co. v. Redlich Co., 202 
Fed. 155, [3 T. M. Rep. 113]; see also Stieff v. Bing, 215 Fed. 204, 
208, [4 T. M. Rep. 388]). It appears to us that the principle an- 
nounced by that court is sound and that it governs this case in the 
matter now under consideration. The likeness complained of here 
is the likeness in the watermelon itself——in the stripes of the 
watermelon. There is no evidence, therefore, to support the charge 
of unfair competition in trade. 


* «+ * * * 


Decree affirmed. 


PRESIDENT SusPENDER Co. v. MacWILuiaM 
(238 Fed. Rep. 159) 


United States Circuit Court of Appeals 


Second Circuit, November 14, 1914 


1. Trape-Marks—Fvunction. 
A trade-mark cannot exist independently of some business in which 


it is used, its sole function being to indicate origin or ownership of 
goods. 


> 


2. GoopwiLt—AssIGN MENT. 

The goodwill of an established business is an incorporeal property 
which the law permits to be sold in connection with the sale of the 
business on which it depends and of which it is an incident. 

3. Trape-Marks—AssiGN MENT. 
A sale of a business and of its goodwill carries with it the sale 
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of the trade-mark used in connection therewith, even though it is not 
expressly mentioned in the instrument of sale. 
4. Trape-Marks—Errect or AssiGNMENT. 

A patentee who gives an exclusive license to another to manufacture 
and sell a patented article for the life of the patent, and who at the 
same time transfers the goodwill of the business to the licensee, does 
not retain any trade-mark rights of which he can avail himself, either 
during the life of the patent or on its expiration. 

5. Trape-Marks—Names OF PATENTED ARTICLES. 

Where a trade-mark used on a patented article has not become the 
generic description of the article, the right to use such trade-mark 
does not pass to the public on the expiration of the patent. 

6. TrapE-Marks—NameEs OF PATENTED ARTICLES. 

Where the use of trade-mark on a patented article antedates the 
patent, the right to use such trade-mark does not pass to the public 
on the expiration of the patent. 


On appeal from a decree in favor of plaintiff. Affirmed. 


For the opinion of the lower court, see 6 T. M. Rep. 303. See, 
also, 6 T. M. Rep. 240. 


The defendant prior to October 1, 1898, was manufacturing and selling 
at St. Paul, Minn., a certain suspender which he had devised and to which 
he had affixed the word “President” as a trade-mark, together with a red, 
white, and blue banner emblem. On August 16, 1898, the defendant took 
out a patent on the suspender, being patent No. 609,286. The plaintiff at 
that time was known as the “C. A. Edgarton Manufacturing Company,” 
and was also engaged in manufacturing and selling suspenders and the 
like. It maintained its factory at Shirley, Mass. The name “C. A. Edgar- 
ton Manufacturing Company” was changed in August, 1914, to “President 
Suspender Company.” The business was an old and established one, and 
its product was known throughout the United States and in foreign coun- 
tries. 

On October 1, 1898, the defendant granted to the plaintiff, on a royalty 
basis, an exclusive license to manufacture and sell throughout the United 
States a suspender containing the improved feature covered by the patent. 
By the same instrument he transferred to the plaintiff the goodwill of the 
business. The clause reads as follows: “Said party of the first part agrees 
to and he does hereby turn over and transfer to the party of the second 
part the goodwill of his present business of manufacturing and _ selling 
said suspender within the United States, and all orders he now has or may 
hereafter take within the United States for the said suspender.” The de- 
fendant also sold to plaintiff, as part of the same transaction, all the 
machinery, tools, and stock, finished and unfinished, and all other assets 
used by him in the business of manufacturing and selling suspenders under 
said mark and name “President” and under said banner device. The trans- 
fer carried the defendant’s entire business and goodwill and he at once 
went out of the suspender business; and the plaintiff at once began to 
manufacture and sell suspenders bearing the mark “President,” and has 
continued the manufacture and sale to this day. 

The plaintiff states that it has made and sold between 30,000,000 and 
40,000,000 pairs of suspenders bearing the mark “President,” and that the 
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boxes accompanying the goods have always borne its name alone. It also 
claims to have expended about $750,000 in advertising the name “President,” 
and it has paid the defendant royalties to the amount of about $500,000. In 
addition to the name “President,” there has always been affixed with it a 
label or ticket having an emblem or banner comprising a blue escutcheon 
with red and white stripes, across which the mark “President” is printed. 

The patent license expired on August 16, 1915, and thereupon defendant 
resumed the manufacture of “President” suspenders. He at the same time 
resumed the use of the trade-mark “President,” and has affixed thereto a 
red, white, and blue banner practically identical in visual appearance with 
the banner used upon plaintiff's goods. Within two months thereafter the 
plaintiff brought this suit. 


W.P. Preble, of New York City, for appellant. 

Rogers, Kennedy & Campbell, of New York City, and Roberts, 
Roberts & Cushman, of Boston, Mass. (Robert Cushman 
and Charles D. Woodberry, both of Boston, Mass., of 
counsel), for appellee. 


Before Coxe, Warp and Rogers, Circuit Judges. 


Rogers, Circuit Judge (after stating the facts as above): The 
plaintiff claims to be the owner of the trade-mark “President” in 
connection with the business of manufacturing and selling sus- 
penders. It seeks an injunction restraining the defendant from an 
infringement of its trade-mark. The injunction was granted by the 
court below [6 T. M. Rep. 303], and the defendant has brought the 
case here on appeal. 

The defendant applied for the registration of the trade-mark 
“President” on January 10, 1899. This was issued to him in his 
own name on May 16, 1899. Affer the decision of this case in the 
court below, the Commissioner of Patents ordered the cancellation 
of its registration [6 T. M. Rep. 240]; and an appeal from that 
order is now pending in the Court of Appeals for the District of 
Columbia. With that we are not in any way concerned. 

The contract of October, 1898, granted to the plaintiff an ex- 
clusive license to make and sell to the end of the term of the patent 
the patented suspender, subject, however, to certain conditions which 
it is not necessary now to consider. It also transferred the good 


will of the business, as well as all the machinery, stock, tools, and 


other assets used by the defendant in the suspender business and the 
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latter wholly withdrew from the business of manufacturing and sell- 
ing suspenders. The only real question in the case is whether the 
trade-mark “President” and the red, white, and blue escutcheon 
used with it passed from defendant to the plaintiff by virtue of the 
contract. The defendant answers the question in the negative. He 
says the trade-mark is not mentioned in the contract and has not 
passed. 

A trade-mark right cannot exist independently of some business 
in which it is used. The sole function of a trade-mark being to in- 
dicate the origin or ownership of the goods, it cannot exist apart 
from the business to which its use is incident. There is no such 
right known to the law as an exclusive ownership in a trade-mark 
apart from the right to use it in a business. It cannot exist as a 
right in gross. (Thomas G. Carroll, etc., Co. v. McIlvaine, [C. C.| 
171 Fed. 125; Weener v. Brayton, 152 Mass. 101, 25 N. E. 46, 8 
L. R. A. 640; Charles S. Higgins Co. v. Higgins Soap Co., 144 
N. Y. 462, 39 N. E. 490, 27 L. R. A. 42, 43 Am. St. Rep. 769). 

The defendant agreed in the contract of October 1, 1898, to 
transfer the goodwill of the business to the plaintiff. The “party 
of the first part [the defendant] agrees to and he does hereby turn 
over and transfer to the party of the second part the goodwill of 
his present business of manufacturing and selling said suspender,” 
etc. The good will of an established business is incorporeal prop- 
erty which the law permits to be sold in connection with a sale of 
the business on which it depends and of which it is an incident. 
(Lewis v. Seabury, 74.N. Y. 409, 30 Am. Rep. 311; Cruess v. 
Fessler, 39 Cal. 336). 

A sale of a business and of its goodwill carries with it the sale 
of the trade-mark used in connection with the business, although 
not expressly mentioned in the instrument of sale. (Kidd v. John- 
son, 100 U. S. 617, 25 L. Ed. 769; Nelson v. Winchell, 203 Mass. 
75, 89 N. E. 180, 23 L. R. A. [N. S.] 1150; Merry v. Hoopes, 111 
N. Y. 415, 18 N. E. 714; Corbett Bros. Co. v. Reinhardt-Meding 
Co., 77 N. J. Eq. 7, 76 Atl. 243; Myers v. Kalamazoo Buggy Co., 
54 Mich. 215, 19 N. W. 961, 20 N. W. 545, 52 Am. Rep. 811; Al- 
legretti v. Allegretti Chocolate Cream Co., 177 Ill. 129, 52 N. E. 
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487). The principle is as well established as any in the whole law 
of trade-marks. The right to the use of a trade-mark passes to any 
one who takes the right to make or sell the particular article to 
which the trade-mark has been attached. (Filkins v. Blackman, 
Fed. Cas. No. 4,786; Leather Cloth Co. v. American Leather Cloth 
Co., 11 H. L. Cas. 528). 

The defendant, however, says that the contract he made was 
not a sale. It was simply a license, and that how long it was to 
last depended on whether the plaintiff lived up to the contract. But 
it was an exclusive license for the entire life of the patent to manu- 
facture and sell the patented article. The convenience of the par- 
ties was served by an agreement to pay and accept royalties on the 
suspenders sold during the life of the patent, with a right to termi- 
nate the contract in case of default. The agreement seems to have 
been observed to the letter. And now that the patent has expired 
the defendant asserts the right to use the trade-mark again. This 
court is unable to perceive any reason for holding that a patentee 
who gives an exclusive license to another to manufacture and sell a 
patented article for the life of the patent, and who at the same time 
transfers the goodwill of the business to the licensee, retains any 
right to the trade-mark which he can avail himself of during the life 
of the patent ordinarily or on its expiration. The cancellation 
clause did not impair the licensee’s right to the trade-mark, any more 
than it impaired his right to sell the patented article. The right of 
the plaintiff to the trade-mark must be regarded as exclusive of the 
defendant, as was the plaintiff's right to manufacture and sell the 
patented article. The contract was never cancelled, and the plain- 
tiff has never lost the right to the exclusive use of the trade-mark 
which it has enjoyed for a period of 18 years during which time 
its value has been, presumably, constantly enhanced by the manner 
in which the plaintiff has carried on its business and by the expend- 
iture of the sum of $750,000 in advertising over its own name the 
trade-mark “President.” The public have identified and had the 
right to identify the “President” suspender with the plaintiff’s com- 
pany. The obvious purpose of the use of a trade-mark in the sale 
of goods is to enable one to reap the benefit of the goodwill and 
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reputation which he has built up for his goods by his skill and in- 
dustry. The exclusive use of this trade-mark is still in the plaintiff, 
and the defendant cannot now be permitted to appropriate to itself 
the benefit of the goodwill of the business which it transferred to 
the plaintiff in 1898, and which the plaintiff's own conduct in the 
years which succeeded has so largely enhanced. 

It is true that the trade-mark was used with a patented sus- 
pender, and that in Singer Manufacturing Co. v. June Manufactur- 
ing Co., (163 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118), it was 
decided that, if the owner of a patent had given to its product a 
name which constituted its generic description, the right to make the 
patented article and to use the generic name passed to the public 
upon the expiration of the patent, and that therefore the exclusive 
right to use the trade-mark ceased with the life of the patent. It 
is to be observed that the doctrine of the Singer Case rests upon the 
fact that the name had come to indicate the invention and thus con- 
stituted its generic description. The fact that the name “President” 
has come to indicate the invention and constitutes its generic de- 
scription is one of fact, to be proved by evidence. There is no evi- 
dence in this record that the word “President” has ever come to 
indicate to the public the generic description of the suspender of the 
patent. The only evidence in the case indicates that it is a mark of 
origin, indicating the plaintiff, its business, and its goods. There 
is no presumption of law, without proof of the fact as above in- 
dicated, that a name used on a patented article passes to the public 
on the expiration of the patent. (Hughes v. Alfred H. Smith Co., 
209 Fed. 37, 126 C. C. A. 179, [4 T. M. Rep. 45]). 

But the doctrine of the Singer Case is inapplicable to the facts 
of this case for another reason. In the case at bar the name “Presi- 
dent” antedated the patent. The defendant, in his application filed 
in the Patent Office on January 10, 1899, declared: 

“The trade-mark [President] has been used continuously in business 
by me since January 1, 1897.” 
The declaration that it had been used by him continuously since 


January 1, 1897, is shown by the record to have been incorrect, in 


that he ceased to use it upon the making of the contract of October 
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1, 1898, and only resumed its use after the patent expired. There 
is. however, no evidence which contradicts the statement that he was 
using it in January, 1897. This was prior to the patent, which, as 
has been already stated, was granted on August 16, 1898. In 
Batcheller v. Thomson, (93 Fed. 660, 35 C. C. A. 532 [1899]), the 
trade-mark antedated the patent by more than 2% years, and the 
name rather than the patent gave value to the article, and this court 
held that the doctrine of the Singer Case was inapplicable. In the 
case at bar the name antedated the patent for 1 year and 7 months. 
We think the case is governed by the Batcheller Case and not by the 
Singer Case. 

The appellant’s counsel did not on the argument contend that 
the appellant’s right to use the trade-mark existed under the doctrine 
of the Singer Case, which was not referred to by him. We think 
it best, however, to call attention to that case, and to state the reasons 
which seem to us to make it inapplicable to the facts herein in- 
volved. The appellant’s counsel based his argument upon the 
theory that it was not intended by the contract he made on October, 
1898, to transfer the trade-mark, and that the intention of the 
parties should prevail. No doubt the sole purpose of the inter- 
pretation of a contract is to ascertain the intention of the parties. 

The first rule of construction, however, is that the intent of the 
parties, as expressed in the words they have used, must govern. 
And in the absence of fraud or mistake, and neither fraud nor mis- 
take is alleged, parol evidence cannot be received to add to or vary 
the contract as written. When the appellant, by his written con- 
tract transferred to the appellee the goodwill of his business, he 
transferred the trade-mark. Where the language of an instrument, 
as here, has a settled legal construction, parol evidence cannot con- 
tradict that construction. (Godkin v. Monahan, 88 Fed. 116, 119, 
27 C. C. A. 410: Hearne v. Insurance Co., 20 Wall. 488, 492, 22 
L. Ed. 395). 

The language the parties used in their contract of 1898 has, as 
we have pointed out elsewhere in this opinion, a settled legal con- 
struction, namely that “goodwill” is inclusive of the trade-mark. 


Decree affirmed. 
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SAALFIELD PuBLIsHING Co. v. G. & C. Merriam Co. 


G. & C. Merriam Co. v. SAALFIELD PvuBLISHING Co. 
(238 Fed. Rep. 1) 


United States Circuit Court of Appeals 
Sizth Circuit, January 13, 1917 


. Unrarm CompetTiTionN—PLeaDING AND PRACTICE. 


After more than four years of litigation in which an appeal has 
been determined, on the ground that certain dictionaries published by 
defendant were revisions of a particular copyrighted work, the plain- 
tiff cannot change the theory of the case so as to show fraud in the use 
of the title of the defendants’ dictionaries, by alleging that defendants’ 
publications were revisions of another work. 


. Unrarr CompetTiTion—TIT1e or Book. 


The publisher of a dictionary which for several years had been 
known as “Webster’s Collegiate Dictionary” is entitled to restrain on 
the ground of unfair competition the publication and sale by a com- 
petitor of a dictionary known as “Webster’s Intercollegiate Dictionary” 
which was similar in size and style and intended for the same class of 
purchasers, even though the original publisher had lost its exclusive 
rights to the use of the words “Webster’s Dictionary.” 


. Unrarr CompetTiITion—TITLe oF PUBLICATION. 


The right of a publisher to restrain others from using the title 
of his book or magazine is independent of any copyright law, and suffi- 
ciently rests upon the law of trade-marks or unfair competition. 


. Trape-Marxs—DescriptiveE Worps—Seconpary MEANING. 


A descriptive trade-mark which has acquired a secondary mean- 
ing is one which serves to identify a particular product in the mind 
of the purchasing public and it is not of controlling importance to the 
true application of the secondary meaning theory that the public should 
know the personal identity of the manufacturer. 


. Trape-Marxks ano Trape-NamMes—Descriptive Worps—Seconpnary MEAN- 


ING. 

Where a trade-name which although descriptive, has by long ac- 
quiescence come to be identified only with plaintiffs’ product, the de- 
fendant may use it on similar goods only if he effectively distinguishes 
his goods from those of the plaintiff. Sometimes defendant’s name will 
sufficiently distinguish; at other times, it will not, and a notice will be 
required. 


. Trape-Marxs AND TrADE-NAMES—DISsTINGUISHING NOTICE. 


Where the title of a dictionary on which the copyright had ex- 
pired had acquired a secondary meaning indicating a series of dic- 
tionaries published by the plaintiff, a reprint of the original edition, 
no longer published by the plaintiff merely requires the name of the 
publisher on the title page, but a revision prepared by the defendant 
which departs from the original as much as plaintiff’s latest dictionary 
must bear a distinguishing notice which defendant can be compelled to 
put, not only on the title page, but wherever it uses the descriptive title 
as a designation of its dictionary. 
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Cross appeals from a decree of the district court. Modified 
and affirmed. 


For the opinion of the lower court, see 2 T. M. Rep. 1, 443. 


Wade H. Ellis and Challen B. Ellis, both of Washington, D. C., 
for Saalfield Publishing Co. 
William B. Hale, of New York City, for G. & C. Merriam Co. 


Before Warrineton, KNappen and Denison, Circuit Judges. 


Denison, Circuit Judge: These are, respectively, appeal and 
cross-appeal from the decree of the District Court, entered in pur- 
ported compliance with our mandate on the former appeal. (190 
Fed. 927, 111 C. C. A. 517, [2 T. M. Rep. 1], and 198 Fed. 369, 
117 C. C. A. 245, [2 T. M. Rep. 443]). By our second opinion, 
certain details, both as to the form of the injunction and as to the 
accounting liability, were committed to the trial court for decision. 
In the court below there was then a reference to a master, who made 
findings of fact bearing upon these special questions so reserved, as 
well as upon the amount of the profits or damages to be paid. Ex- 
ceptions to the master’s report embodying these findings were over- 
ruled and the findings confirmed. The controversy as to profits and 
damages was compromised and settled, but a decree determining the 
precise scope of the injunction was entered, against the objection of 
plaintiff that it did not go far enough, and the protest of defendants 
that it went too far. 

Upon these appeals the plaintiff urges only the two points here- 
after discussed, and the defendants, although assigning a large num- 
ber of errors, have insisted upon and argued only one general prop- 
osition. All other errors assigned are therefore to be treated as 
waived. (Rule 20 [202 Fed. xiv, 118 C. C. A. xiv]; Zronton v. 
Harrison, |C. C. A. 6], 212 Fed. 353, 357, 129 C. C. A. 29; Gibson 
v. Ry., [C. C. A. 6], 215 Fed. 24, 27, 131 C. C. A. 382). 

1. The complaint prosecuted in the First circuit was against 
the single form of dictionary then published by Ogilvie, which was 
of the exhaustive or unabridged class, and was called ‘“Webster’s 
Imperial” or “Webster’s Universal.” After the purchase of Ogil- 
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vie’s business by the defendants here, and before the filing of this 
bill, they had published three other dictionaries of abridged type, 
which they called, respectively, “Webster's Intercollegiate,” ““Web- 
ster’s Adequate,” and “Webster’s Sterling.” The bill in this case 
complained also of these three small dictionaries, and grouped them 
with the “Imperial.” Our opinion and the decree of the court 
below, pursuant to the mandate, adopted this classification and 
awarded against them the same relief as given against the Imperial. 
Pending the accounting below the plaintiff applied to this court for 
leave to file in the court below a supplemental bill, resting upon the 
theory that these three small dictionaries were not, in truth, revi- 
sions of the original, copyright-expired Webster, but were mere re- 
prints of an English dictionary, the “Twentieth Century.” We 
gave this permission, the bill was filed, and the master, by his con- 
firmed report, found the facts to be in accordance with the plaintiff's 
claim. Upon this basis plaintiff now urges that defendants should 
not be allowed to use the name “Webster” as to these dictionaries at 
all, because they are not Webster’s dictionaries; that the foundation 
of the modified right to use the word awarded to the defendants as 
to the Imperial was the fact of sufficient identity between the Im- 
perial and the 1847 copyrighted book; and that, with this support 
removed, nothing remains save the fraud accomplished by using the 
name to deceive the public which is familiar with that secondary 
meaning of “Webster’s” indicating plaintiff's publications—the re- 
sult stated by Judge Dallas, in Singer v. Hipple, ({C. C.] 109 Fed. 
152), where he says: 

“Consequently the defendant’s employment of the word * * * can have 


but one result, and that is not to correctly identify the thing itself, but to 
mislead the public as to its source.” 


We are satisfied to dispose of the error alleged in this respect 
without examining the sufficiency of the argument just stated. 
Plaintiff's effort to reshape the litigation as to these three small dic- 
tionaries is belated. No satisfactory reason appears why the fact 
that these dictionaries are so nearly identical with the “Twentieth 
Century” and so far removed from the 1847 Webster’s was not 
observed long before. With ample opportunity for knowing this 
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fact, plaintiff was satisfied to file this bill, resting on the incon- 
sistent theory that these dictionaries were like the Imperial, which 
had been adjudged to be a revision of the 1847 Webster's, and to 
prosecute the case on that theory through our courts for four. years. 
The new theory is so obviously an afterthought, designed to over- 
come the partially disappointing construction which we gave to the 
decree in the First circuit, that only an extraordinary case of 
thwarted diligence in making an earlier discovery and of sharp in- 
justice otherwise resulting would justify upsetting the formerly ac- 
cepted basis of litigation. Applying this principle, and without 
going further, the decree below in this respect should be affirmed. 

It is quite obvious that our mere permission to file a supple- 
mental bill in the court below did not, in any way, commit us or bind 
that court as to the rightfulness of the new claims sought to be pre- 
sented. 

2. A distinct question exists as to one small dictionary pub- 
lished by defendants, ‘““Webster’s Intercollegiate.” The original 
bill in this circuit asked an absolute prohibition of the use of this 
composite name, as being a manifestly fraudulent imitation of the 
long-established name of one of plaintiff's publications, ““Webster’s 
Collegiate Dictionary.” The issue made on this point is one of the 
things expressly reserved in our former opinion; and, upon this 


issue, the master found and reported: 


“That the name ‘Intercollegiate’ was adopted by defendants as a name 
for this dictionary, with the intention of using it to mislead and deceive 
purchasers. I find therefore the name ‘Intercollegiate,’ as used by de- 
fendants, is, of itself a violation of complainant’s rights.” 


Upon exceptions, this finding was confirmed; but, in the final 
decree, completely formulating the injunction, this subject was not 
mentioned. 

Not only would we be strongly inclined to accept the concurrent 
finding of the master and the district judge, but we think they were 
right. ‘“Webster’s Collegiate Dictionary” was published under that 
name by the Merriam Company, in 1898. In its special field it 
became well known and largely used. The defendants’ “Webster's 
Intercollegiate Dictionary” was published in 1907. It was of the 
same general size, form, and style, and intended for the same class 
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of purchasers. It is true enough that “Collegiate” is inherently 
descriptive ; but whatever doubts there might be about the propriety 
of attributing a secondary meaning to ‘““Webster’s Dictionary” alone 
cannot extend to the collocation of the three words, ““Webster’s Col- 
legiate Dictionary.” It is the natural inference, as it is the finding 
of the master, that during the period of nine or ten years this phrase 
would come to be taken as referring to the Merriam book. It was 
the only one of that name, and it was one upon which—though this 
is probably not important—the copyright had not expired; and it 
is a fair assumption that defendants could have only one purpose in 
rejecting the many names appropriate for a book of this particular 
size and utility and adopting the one which so clearly would produce 
an impression that it was the well-known book of almost identical 
name. Such difference as there is between ‘‘Collegiate” and “Inter- 
collegiate” only indicates the desire to vary without distinguishing. 
We think the injunction should forbid the defendants from using the 
title ‘““‘Webster’s Intercollegiate Dictionary” upon or in connection 
with any book of the general class of the Merriam “‘Webster’s Col- 
legiate Dictionary.” 

8. The defendants’ appeal is based on the position that they 
performed their full duty by printing their names in the ordinary 
manner upon the title page of their book as its publishers and that 
they ought not to be required to employ any notice affirmatively 
calling attention to the fact that their book is not the Merriam book. 
Since it was expressly adjudged in the suit in the First circuit that 
this very notice must be used, and we have held that all things 
covered by that judgment are res judicata in this suit, and since, by 
our two previous opinions, the notice has been required in this case, 
we might well pass this subject (as to the Imperial) without further 
discussion, although our power to reach a different conclusion at 
this time may be conceded. (Chesapeake, etc., Co. v. McKell, 
[C. C. A. 6], 209 Fed. 514, 516, 126 C. C. A. 336). However, de- 
fendants’ present counsel have elaborately argued the meritorious 
question, relying especially upon recent decisions adverse to the 
Merriam Company (Merriam Co. v. Syndicate Co., [D. C. and C. C. 
A. 2], 207 Fed. 515, 125 C. C. A. 177, [8 T. M. Rep. 17, 278]; 
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Id., 237 U. S. 618, 35 Sup. Ct. 708, 59 L. Ed. 1148, [5 T. M. Rep. 
261]); and we think proper to consider it somewhat further. 

We reached the conclusion (198 Fed. 375, 117 C. C. A. 245, 
[2 T. M. Rep. 443]) that the decree in the First circuit rests at 
last on the theory that the name ‘““Webster’s Dictionary” not only 
had its primary meaning of reference to the edition of 1847, upon 
which the copyright had expired in 1889, and to earlier ones, but 
that, as early as 1904, when defendants’ publication began, the term 
had acquired a secondary meaning as indicating the line of dic- 
tionaries then published by the Merriam Company. The tenability 
of this theory has been doubted; and, although the requirements of 
the present situation are fully met when we again find, as we must, 
that this is the theory which was adopted in the First circuit as the 
basis of the decree there rendered, and which decree we are, in this 
suit, enforcing—only with such constructions as the additional facts 
make necessary—yet we are by no means satisfied that the theory is 
wrong in fact or in law. There are certain undisputed facts as well 
as inferences therefrom which have not been mentioned in the later 
decisions, and which, possibly, have escaped consideration—as in- 
deed they did in our opinion in 198 Fed. 

This First circuit litigation did not pertain, nor does this— 
except in rather a negligible degree, if at all—to that particular 
book upon which the copyright expired in 1889. There is much 
force in the thought that a publisher who has enjoyed the monopoly 
of a book during a copyrighted period, and who, for that reason 
alone, is directly reached when the public thinks of the book, ought 
not to be allowed to prolong his monopoly in the same thing by 
immediate resort to the secondary meaning theory; but although 
the exact reproduction of the edition of 1847 is covered by the 
language of both decrees there and here, it is not the substantial 
thing in controversy. That edition disappeared from the market in 
1864, or immediately thereafter, and for the next 25 years the revi- 
sion of 1864 and its modifications exclusively held the field. This 
was followed by the revision of 1890, the “International.” These 
revisions of 1864 and 1890 produced books very different in general 
form and appearance from the edition of 1847. They—and espe- 
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cially that of 1890—compared with the 1847 edition as an adult 
with a child. The defendants’ 1904 Imperial (or Universal) Dic- 
tionary was of the same class as the Merriam 1890 revision; it was 
intended to compete with that revision and not with that of 1847; no 
one bought the defendants’ Imperial supposing that he was buying 
a Merriam 1847; one sold for $6 or $8, the other for $1 or less; the 
misleading and deception of the public, which has been found as a 
fact by a decree to which the defendants are privies, was with refer- 
ence to the actual competitive dictionaries and with reference to that 
type and style of Webster’s Dictionary which—alone of that type— 
had been on the market under that name for 14 years. The Mer- 
riam Company was not seeking to protect itself against unfair com- 
petition and the public against misleading in the matter of a book 
upon which the copyright had expired, but in the matter of a book— 
the revision of 1890—to which the Merriam Company had a rightful 
monopoly. The simulation of size, shape, general appearance, title, 
title page, etc., of which defendants were found guilty, all related to 
and constituted unfair competition against the Merriam ‘Webster's 
International.” This is confirmed by the fact, already mentioned, 
that the copyrighted book of 1847 was withdrawn from the market 
in 1864 and never again was put on sale, until this was done by 
others than the Merriams in 1890; and is further confirmed by the 
fact that ‘““Webster’s Dictionary” was not the registered copyrighted 
title of the 1847 book, as seems to have been taken for granted, nor 
was it ever the registered title of any other book, the copyright upon 
which has expired. The edition of 1847 was itself published after the 
death of Dr. Webster, and was based upon earlier editions, the 
first of which was published in 1806 and the copyright upon which 
expired in 1834. It is an entire mistake to suppose that “‘Webster’s 
Dictionary” was a copyrighted title which first became free to public 
use in 1889; so far as concerns any copyright upon these words 
themselves, they have always been just as free to the public as they 
are now. The registered title of the 1847 edition, as of that of 
1828, was “American Dictionary,” and it was called, as its pred- 
ecessors since 1806 had been called, ‘““Webster’s Dictionary” only 
because that was an appropriate and descriptive name of the thing. 
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If it be said that freedom to use the title was unavailing while the 
book was covered by copyright, the reply is that the copyright upon 
the original ‘“‘Webster’s Dictionary” expired in 1834, and ever since 
that date any one has had a right to publish that book, or his own 
revision of it, and call his publication ‘““Webster’s Dictionary.” Up 
to the beginning of this suit no one had done so if we except de- 
fendants. The right to publish editions after that of 1806, and 
copyrighted by Dr. Webster in his lifetime or by his executors 
shortly after his death, remained outstanding in different publishers 
until the last such right was purchased by the Merriams in 1858. 
How long, if at all, any of these editions continued to be actually 
published after 1847 under the name “Webster's Dictionary,” is not 
clear; but certain it is that from 1858 until 1890, no one, except the 
Merriams or their licensees, used the title in question, although, as 
above stated, the public was free to do so. After 1890, and until 
1904, if there was any use of the title by others, except in connec- 
tion with mere reprinting of the 1847 edition (or with additions 
from the edition of 1859) it has not been pointed out to us. 

Even if it should be said that the edition of 1806, although un- 
abridged, was such a different type of book that the expiration of the 
copyright in 1834 did not leave the public at liberty to use the name 
upon the book of an unabridged type, like defendants’ Imperial, it 
must be seen that the 1828 revision was of the same class as that of 
1847, and the defendants’ book, the Imperial, is presumably related 
to that edition in the same way that it is to the 1847 edition, except, 
perhaps, in less degree. This 1828 copyright expired in 1870, so 
that, if we confine ourselves to a book of this specific class, we find 


full right to publish such a book under that name for 34 years, but 
had acquiesced in the exclusive occupancy of the field by the 
Merriams. 

So far as our opinion in 198 Fed. [2 T. M. Rep. 443] assumed 
that there had been a period of only 15 years before defendants’ 
appearance in which a new and qualified right might be accruing to 
plaintiff on the secondary meaning theory, we overlooked the fact 
that the public right in this respect had been perfect ever since 1834, 
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and that the bill of complaint did not plant plaintiff's right solely 
upon the short recent period of use after the 1847 copyright expired, 
but rather upon the continued use ever since 1864 when the 1847 
edition was withdrawn from the market. 

These considerations tend to persuade that the life or death of 
the copyright monopoly in the contents of the book does not neces- 
sarily control the right to use the name by which the book was 
known, but that, when protection is sought against unfair competi- 
tion with books which plaintiff has the sole sight to publish, the 
case for the secondary meaning theory stands on the same basis as 
with regard to any other descriptive word. 

It is not of controlling importance to the true application of 
the secondary meaning theory that the public should appreciate the 
personal identity of the manufacturer. The deception involved in 
every such case, as in a trade-mark case, is said to be a deception as 
to the origin of the goods; but this is a formula for expressing the 
ultimate result. With reference to articles which have trade-names, 
it is the article itself and its good qualities which the public appre- 
ciates and which cause it to desire to get the genuine article made by 
the manufacturer who has established its reputation rather than 
something made by some one else. Particularly under present-day 
conditions the purchasing public may have a fixed purpose to buy a 
given article and not a substitute therefor, and yet be quite ignorant 
whether the genuine article is made by one or another manufacturer. 
Even under earlier conditions, the purchaser of “Stone Ale” or 
“Camels’ Hair Belting’ or “Glenfield Starch” very likely knew as 
little as he cared about the personal identity of the maker. 

Nor, if it is true, is it inconsistent with recognition of the sec- 
ondary meaning of ““Webster’s Dictionary” in this case, that, in the 
now competitive books, the plaintiff departs as far as defendants do 
from the 1847 edition. The bearing of this proposition upon the 
other proposition—that in 1904 “Webster’s Dictionary” had come 
to mean, prima facie, the Merriam editions—is not obvious. If the 
case were confined to the right to reproduce the 1847 edition pre- 
cisely, the question would be different; but that same latitude of 
construction which enabled the defendants partly to escape the 
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charge of fraud in the use of the name and to convince the courts in 
the First circuit that the defendants’ dictionary contained enough of 
the 1847 edition to justify using the title which had become the 
common name of that book extends, also to the protection of plain- 
tiff and acquits it of defrauding or deceiving the public by continu- 
ing to call its books by that name. Plaintiff's conduct is also char- 
acterized, not by the use of the title as the name of one particular 
book but by the consistent use of the name for its series of books 
for 60 years before this litigation began, covering three general 
revisions and very numerous editions of the large book, and cover- 
ing a great variety of abridgements and including sales of over 
10,000,000 copies of the different forms, after the 1847 edition was 
withdrawn. “Webster's Dictionary” never was the name of the 
1847 book and of that alone so exclusively that for that sole reason 
it became inherently fraudulent to call by that name any other edi- 
tion or revision. From 1847 to 1864, the five editions, published 
from 1806 to 1840, were doubtless in circulation, though they did 
not continue to be published (unless, perhaps, to some extent, until 
1858). From 1864 to 1890 the name was rightly applied to the 
edition of 1847 and to that of 1864, and from 1890 to 1904 it prop- 
erly designated at least three editions. It cannot be said that the 
use of this term by the Merriams in 1904 tended to deceive the 
public into thinking that the book the Merriam Company was then 
publishing was the edition of 1847 or that of 1864; and unless this 
use of the term by the Merriams, in 1904, when defendants came on 
the field, was deceptive, then the Merriams were entitled to the full 
benefit of the secondary meaning, as far as the facts may otherwise 
justify. 

We are not considering this question as an original one, nor 
undertaking its decision. We have so far reviewed it only to be 
satisfied that the decision in the First circuit was not so obviously 
wrong or unjust that we should confine the enforcement of that 
decree most strictly and not allow its operation beyond its very 
letter. After such review, we see no reason to doubt that the decree 
in the First circuit against the “Imperial” stands as the ordinary 
one against a defendant who has used a trade-name which, though 
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descriptive, has, by long acquiescence, come to be identified only 
with plaintiff's product, and which therefore, on well-settled princi- 
ples, the defendant may use only if he effectively distinguishes, nor 
to doubt that we should enforce the decree in the First circuit ac- 
cording to its fair meaning and effect, as being an application of this 
principle. 

This brings us directly to the contention regarding the special 
notice prescribed by the former decree. “This dictionary is not 
published by the original publishers of Webster’s Dictionary, or by 
their successors.” It is urged that such a notice unfairly disparages 
defendants’ books and imposes a greater burden than the law justi- 
fies. It is said that the Singer Case required only that the article 
should be marked with the name of the defendant as manufacturer, 
and that all other cases in the Supreme Court, like the Hall Case 
and the Waterman Case [5 T. M. Rep. 1], in which a “‘not made by” 
notice has been required or sanctioned, were cases involving the use 
of a personal name, and reaching directly instead of indirectly the 
personal identity of the manufacturer. In the Hall Case and in the 
Waterman Case the plaintiff and defendant had the same name, and 
marking the article with the name of the defendant as manufacturer 
would not distinguish, but would become a mark of confusion and 
misleading instead of a mark of differentiation; and it is clear that, 
in such cases, the defendant must positively distinguish by something 
beyond his own name. The cases below the Supreme Court, where 
such notices have been required, are very numerous. Some of them 
can be justified upon the ground that the use of defendant’s name 
alone was itself misleading; others, like Jenkins v. Kelly, ({C. C. A. 
3], 227 Fed. 211, 142 C.C. A. 11, [6 T. M. Rep. 53]), and Ludlow 
v. Pittsburgh, ({C. C. A. 3], 166 Fed. 26, 92 C. C. A. 60), are quite 
inconsistent with any such distinction and stand upon broad grounds 
which would require a negative notice in all the secondary meaning 


cases. It may be true that in the Singer Case no such notice was 
compelled, but it is to be observed, first, that the propriety of such 
requirement was not considered, and the case arose before the later 
common practice on that subject had grown up; and, second, that the 
case may well be classified as one involving direct deception con- 
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cerning the identity of the manufacturer rather than mere mislead- 
ing as to the identity of the article. So far as there is a distinction 
between these two things the Singer Case is near the line. It may 
well be that the Supreme Court would have deliberately held that to 
mark the machine labeled “Improved Singer” with the name of the 
June Company as maker would sufficiently distinguish, and yet it 
may also well be that if the Singer machine had become known on 
the market by some other name, even a descriptive one, e. g., “Per- 
fection,” and the June Company had used the same name, “Perfec- 
tion,” the Supreme Court would have required it to say, “This 
machine is not made by the makers of the original ‘Perfection’ nor 
by their successors.” 

If, then, we assume that, where the plaintiff's “secondary mean- 
ing’ mark is his own name, and defendant is entitled to use that 
same name, the defendant must negatively distinguish, and that 
where plaintiff's mark is of the same character, but defendant's 
name is wholly different, the use of defendant’s name will be a 
sufficient distinction, it is clear that the cases where plaintiff's mark 
consists in a descriptive word must fall into one or the other class 
according to the circumstances of each case. Sometimes defendant’s 
name will sufficiently distinguish; at other times, and perhaps gen- 
erally, it will not, but will even aggravate the misleading, as in 
Menendez v. Holt, (128 U. S. 514, 521, 9 Sup. Ct. 143, 32 L. Ed. 
526), and in Jacobs v. Beecham, (221 U. S. 263, 272, 31 Sup. Ct. 
555, 55 L. Ed. 729, [1 T. M. Rep. 55]). The present case is not 
of the class directly reaching personal identity like -the Hall Case; 
it is distinctly of the descriptive word class, and, while it has been 
said that the name had come to indicate that a book called thereby 
was published by the Merriams, this is largely true only in an in- 
direct way. It had come to mean that the book was one of the 
regular series then being published by the house which alone, for 
at least 50 years, had been publishing current revisions called by 
that name; but what the name of that house might be would be 
known only to a part of the public that received the broader im- 
pression. 


When we apply these principles to defendants’ books, we are 
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compelled to think there is a vital distinction between the mere re- 
printing of the edition of 1847 and the putting out of the other books 
which were competitive with the various forms of Merriam books be- 
ing published in 1904. This results not only from the fact that the 
Merriams had withdrawn this 1847 edition from the market in 1864, 
and that there could not very well be unfair competition in an article 
which plaintiff was not selling in 1890 when these reprints first ap- 
peared, but also from the logical difficulty of predicating unfair com- 
petition upon the mere reproduction of a book on which the copy- 
right has expired, if that reproduction by others begins, as here, 
promptly on the expiration of the copyright, and is continued by one 
or another of the public until the defendant appears. A reputation 
for good paper, durable binding, good press work, ete., might con- 
stitute a basis upon which the public could intelligently wish to buy 
from the original publishers and not from others; but nothing of the 
kind is alleged here. The case against the defendants, in this par- 
ticular, stands solely upon a photographic reproduction of the 1847 
book ; a reproduction perfect in every detail, save for the substitution 
of defendants’ name on the title page as publisher and save for an 
appendix. Upon this foundation only there is scant room to sup- 
port the theory of misleading the public. The public gets the pre- 
cise article indicated by the name and—lacking any question as to 
the quality of the publishers’ work—the general public will be 
rightly indifferent as to who the publishers may be. It follows that, 
in our judgment, the notice should not be required on the reprints 
of the 1847 book; the defendants’ name on the title page, as pub- 
lisher, is a sufficient distinction; and, though the letter of the decree 
in the First circuit is broad enough to cover this specific matter, we 
see no reason to think it was so intended. It is apparent from all 
the opinions in that circuit, as it is from our own two former opinions, 
that the only subject-matter actually considered was the alleged un- 
fair competition involved in the attempts by defendants to sell de- 
fendants’ series of revised dictionaries as against the series which 
the Merriam Company was publishing and selling in 1904. What- 
ever is said in those opinions regarding the rightful standing of the 
secondary meaning theory has reference to this state of facts. 
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Different considerations govern the Imperial (or Universal). 
This was put out to compete with plaintiff's International which 
(with its variations) had been the only Webster’s Dictionary of this 
class, in quarto form and unabridged, upon the market for fourteen 
years. It had been produced by plaintiff at great expense, and it 
had very high reputation for its literary merit, distinct from and 
beyond anything contained in former revisions. As applied to this 
subject-matter—the only substantial thing there involved—we in- 
terpret the judgment of the First circuit as a finding that the por- 
tion of the public which constituted prospective purchasers for that 
class of dictionary had come to understand that “Webster’s Dic- 
tionary” meant Webster’s International, published by the Merriams, 
and desired to buy that book, and was liable to be deceived if it 
was offered anything else, superficially similar, dressed with the 
same distinguishing name—even though it would not know the dif- 
ference between the Merriams and Ogilvie as publishers, or get any 
effective warning by seeing Ogilvie’s name on the title page. From 
this point of view the case is the typical one where the special notice 
is necessary, to the same extent and for the same reasons as in the 
Hall and Waterman Cases [5 T. M. Rep. 1]. 

The same reasons which justify the notice upon the Imperial 
(or Universal) apply to the smaller dictionaries. For a long period 
before the defendants put these out the special class of dictionary 
users, to whom they appeal, had been familiar with the several 
abridgements of the same class published by plaintiff and called 
“Webster’s Collegiate,’ “Webster's High School,” ete. The value 
of these books depended upon their reputation for the skill with 
which they had been prepared for their intended use; and, by giving 
to their own books the name by which the others were known the 
defendants appropriated a part of the reputation of plaintiff's books. 
The periods of exclusive use of the name after the name was free 
to the public, etc., will be different with respect to the abridgements 
and with respect to the unabridged; but we see no substantial dis- 
tinction in the right of the matter. 

4. Included in defendants’ main contention is the subordinate 
one that, if the specific notice is to be used at all, its presence on the 
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title page is sufficient, and it ought not be to required, as by the de- 
cree below it is, in every place where the defendant displays the 
name “Webster’s Dictionary.” This has special reference to the 
back of the book and the outside front cover of the book, in each of 
which places this name was conspicuously stamped, and to adver- 
tisements. This subject, also, was reserved by our former opinion, 
and we thought that, though the decree in the First circuit did not 
specifically reach to these details, it had general language that we 
might so read. As to all these competitive books, we may take 
plaintiff's “‘Webster’s International” and defendants’ “Webster's 
Imperial” as typical. The adjudicated reason why defendants may 
not use the name without any limitation is that its unrestricted use 
tends to make the purchaser think he is getting the Webster’s Inter- 
national with which he had been familiar for 14 years. This false 
impression will be produced by the cover or advertisements as well 
as by the title page; indeed the careless and hasty purchaser—for 
whose aid decrees of the kind are mainly necessary—is more apt 
to be misled by the cover or by advertising than by the title page. 
If the presence of such a notice on the outside back or cover is an in- 
tolerable burden, the remedy is in defendants’ hands. The burden 
exists only because defendants are trying to mislead as to what the 
book is; and if there is any motive leading them to insist upon 
prominently displaying the name “Webster’s” on their Imperial dic- 
tionary, except the desire to sell to purchasers familiar with the 
superficially almost identical Webster’s International, that motive 
has not been pointed out. 

We find in Merriam v. Syndicate, (237 U. S. 618, 35 Sup. Ct. 
708, 59 L. Ed. 1148, [5 T. M. Rep. 261] ), nothing inconsistent with 
these considerations. It is there held that ‘“Webster’s Dictionary” 
was so descriptive a term that it could not be registered as a trade- 
mark under the law of 1881; whether it could be registered under 
the law of 1905 by virtue of an acquired secondary meaning was 
held to be a question not within the appellate jurisdiction of the 
Supreme Court. It is not to be supposed that the Supreme Court 
intended to decide indirectly the very question it refused to consider. 

Upon the oral argument plaintiff's counsel produced what ap- 
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peared to be one of defendants’ Imperial dictionaries, bearing the 
copyright mark of 1914 and the imprint of 1915. We think it is 
in compliance with the decree. It carries the notice upon the back; 
there is none upon the front cover, but the word ‘““Webster’s” does 
not there appear; and, while the notice on the title page is not 
overprominent, yet it is not confused with the body of the title page, 
but is at the top, and, aided as it is by the notice on the cover back, 
it is sufficient. 

It results that the decree below will be modified by extending the 
injunction so as absolutely to prohibit on defendants’ books the name 
“Webster’s Intercollegiate’ or any other name so similar to ‘““Web- 
ster’s Collegiate” as to tend to deceive the public concerning the 
identity of the book, and by narrowing the injunction so as wholly 
to exempt from its operation any mere reprint of the 1847 edition 
which bears the name of the defendants on the title page as pub- 
lisher in the usual form; and the decree in all other respects will be 
affirmed. No costs will be awarded in this court, on either appeal. 


Ginn & Co. v. ApPoLtto Pus.uisyine Co. 
United States District Court 


Eastern District of Pennsylvania, July 28, 1914 


1. Unrarm Competition—Lack or Competition. 

A publisher of books and a secondhand dealer in books cannot be 
said to be in competition, where there is no attempt to pass off the 
one for the other. 

2. Unrarr ComMPeTITION—W HAT ConsTITUTES. 

The original publisher of a book cannot prevent a secondhand 
dealer or his agents from purchasing, renovating, cleaning, rebinding 
and reselling its books on the ground of unfair competition where there 
is no attempt to deceive the purchasing public. 


In equity. On final hearing. Decree for plaintiff. 


W. K. Stevens, of Reading, Pa., and G. W. Anderson, of Boston, 
Mass., for plaintiff. 
E. Hayward Fairbanks, of Philadelphia, Pa., for defendant. 


Dickinson, District Judge: The specific findings of fact and 
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conclusions of law involved in the trial of this case are filed here- 
with. A very general statement of the facts will suffice to disclose 
the real questions involved. The plaintiffs complain of two injuries 
of the commission of which they accuse the defendant. The one is 
that the plaintiffs are the victims of unfair competition, and the 
other is that their proprietary copyright has been infringed by the 
defendant. The plaintiffs are the authors and copyright proprietors 
and publishers of school books. The books may be described in 
general terms as Frye’s Geographies, Smith’s Arithmetics and Cyr’s. 
Readers. The firm of Ginn & Co., one of the plaintiffs, conduct a 
large publishing house by which these books are printed, published 
and sold. All the publications are duly copyrighted. This pub- 
lishing house sells only new books, the sales being necessarily 
confined entirely or almost entirely to the boards of education 
throughout the country who supply books of this character to the 
pupils in the public schools. The defendant is primarily engaged 
in the business of bookbinding, and its business is largely, if not 
wholly, confined to the rebinding of old books. It owns the patent 
for an improved binding. The merit claimed for this binding is 
that, owing to its strength and flexibility and consequent durability, 
it is especially adapted to stand the rough usuage with which books 
meet in the hands of children. A good part of the business carried 


on by the defendant consists of cleaning, renovating, and rebinding 


old books for the owners. They do, however, an additional, if 
more or less incidental, business in the way of purchasing old or 
secondhand books and reselling them in an improved condition for 
use. They are in no proper sense publishers. All the reissued 
books of the defendant are marked “Rebound by the Apollo Pub- 
lishing Company, Reading, Pa.” 

The particular complaints of the plaintiffs, under their general 
complaint of unfair competition, are that the defendant is publish- 
ing, or at least reselling, the publications of the plaintiffs in an 
imperfect, mutilated, and deceptive form, in that it sometimes re- 
issues the books with, in some instances, the title missing, in others, 
with the copyright notice omitted, again with maps and portions of 
the original text of the books gone, and at times the name of an- 
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other than the real author of the book named as the author. The 


particular complaint, under the general complaint of an infringe- 


ment of plaintiffs’ copyrights, is that defendant has purchased old 
books with missing maps and parts of the text gone, and has supplied 
these by copying the plaintiffs’ maps and reprinting portions of the 
text to supply the missing parts, has incorporated these reproduced 
parts with the old books, and has sold them as the publications of 
the plaintiffs. 

The dual character of this general complaint calls for an in- 
quiry into two questions: First, whether the defendant has been 
guilty of unfair competition; and, secondly, whether it has infringed 
upon the proprietary rights of the plaintiffs accorded them under 
the copyright laws. 

A statement of the general rights of both parties to this con- 
troversy will be helpful as a starting point from which to discuss the 
points at which their respective claims of right clash. 

The plaintiffs are entitled to the full protection of the law 
from having the trade which they would otherwise be able to com- 
mand diverted to the defendant by any methods so unfair as to come 
within the ban of the law. In its most general statement this right 
is that no other publications shall be palmed off upon intending pur- 
chasers as the publications of the plaintiffs. If an intending pur- 
chaser of books has the purpose in mind to buy the publications of 
the plaintiffs, and he is deceived into buying other publications 
thinking he is buying those of the plaintiffs, an injury is done to the 
plaintiffs which the law can and should redress. In order “to pro- 
mote the progress of science and the useful arts,” and to encourage 
authors and publishers to develop their talents and to undergo the 
labor and expense of producing original works which will be of 
value because of the benefit and advantage thereby accruing to the 
people, the law has granted an exclusive proprietary right to authors 
and publishers to all such publications. In the assertion of this 
right they should, at all times, receive full and adequate assistance 
from the law. Out of these rights, however, and indeed in order 
to give them full expression, grow the rights of the purchasers of 
such publications. One of these rights is the right to resell a 
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book when once purchased. The right should likewise be full and 
untrammeled. Another right incidental to it is the right to care for 
and keep in good condition the books thus purchased. This neces- 
sarily gives the right to renovate, clean, and rebind. What they can 
do for themselves they can rightfully secure the services of others to 
do for them. This in turn involves the right of another kind, which 
is to purchase secondhand books and to do with them what the 
original purchaser had the right to do, one of which things is the 
right to vend them without or after renovation. While it is doubt- 
less true that the part of the purchasing public which is thus sup- 
plied with secondhand books is withdrawn from the market for the 
purchase of new publications, a publisher of books and a second- 
hand dealer in books (where there is no attempt to pass off the one 
for the other) cannot be said in any proper sense of the term to be 
in competition. Where there is no competition there can be no un- 
fair competition, and it would seem to follow, therefore, that as the 
plaintiffs, so far as they are dealers, deal wholly in new publica- 
tions, and the defendant, so far as it is a dealer deals wholly in 
secondhand books, they are not in competition the one with the 
other. The charge of unfair competition must therefore fall. 


* * + * * 






Bureau or NATIONAL LITERATURE V. SELLS, ET AL. 
United States District Court 
Western District of Washington, March 3, 1914 


1. Unram Competition—Wuat ConsTITUTEs. 

Where a dealer in secondhand books does not attempt to pass off 
restored copies as and for the new and original copies there is no un- 
fair competition. 

2. Unramr ComMPeTITION—J URISDICTION—JOINDER OF CAUSES. 

It is well settled that, when equity obtains jurisdiction to admin- 
ister one of its peculiar remedies, it will afford complete relief, even 
though to do so may involve the giving of relief which might have been 
obtained at law. But the court’s jurisdiction must be complete by 
reference to the equitable relief sought, and the legal relief asked for 
cannot be relied upon to aid in conferring that jurisdiction. 

3. Unram Competition—AMouNT IN CONTROVERSY. 
In a suit alleging unfair competition, the amount in controversy is 
the value of the injunction. 
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4, Unratr CoMPETITION—J URISDICTION—AMOUNT IN CONTROVERSY. 

The other jurisdictional facts appearing, the court should not dis- 
miss a bill unless it clearly appears that the amount in controversy is 
less than that required by statute and when it may be inferred from 
the allegations of the complaint that the amount involved exceeds the 
amount required by the statute, the court should grant the plaintiff 
leave to move to amend. 


In equity. On motion to dismiss. Denied on condition. 


E. C, Hanford, of Seattle, Wash., for plaintiff. 
E. E. Heckbert, of Portland, Oregon, for defendant. 


Neterer, District Judge: This is an action in equity in which 
the plaintiff seeks an injunction and damages. B. S. Sells is the 
only defendant upon whom service was obtained. Plaintiff is a 
corporation organized under the laws of New York, and the said 
defendant is a citizen of Oregon. Plaintiff alleges that it is the 
owner of the copyright of a work known as “Messages and Papers 
of the Presidents,” and “is now, and for a long period of time has 
been, engaged in the business of publishing, printing, producing, 
marketing, by subscription,” the said work; “that plaintiff and its 
respective predecessors have expended a great sum of money and 
devoted a great deal of time, labor and skill in preparing, producing, 
advertising, selling, and distributing said publication and bringing it 
to the attention of the public generally, * * * and that said publi- 
cation, being the only one of its character sold in the United States, 
has a very extensive sale covering all the United States and territor- 
ies, and amounting to $500,000 a year; * * * that plaintiff in the 
course of its business, or its respective predecessors, has originated, 
devised, prepared, produced, and uses in and about the sale of said 
publication * * * certain trade literature, trade material and trade 
dress of unique and distinguishing features.”* * * It is also al- 
leged that the defendant Sells, prior to the acts complained of in the 
bill, had been in the employ of the plaintiff as a salesman of said 
publication, and thereby became familiar with plaintiff's publication 
and the trade dress, trade material, and methods used in selling said 
publication; and that the defendants “have obtained, in many in- 
stances through the use of plaintiff’s said subscription lists, from 
plaintiff’s subscribers, and from other parties, * * * sets of said 
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publication which the said defendants have overhauled, reconstructed, 


and sold to the public as and for the publication published and being 
sold by plaintiff, using in and about such fraudulent sales plaintiff's 
rights of copyright, exclusive right in said plates, plaintiff's trade 
literature, trade material, and trade dress, * * * and selling and 
delivering old rebound, reconstructed, or overhauled sets of said pub- 
lication as and for the publication printed and sold under exclusive 
rights and copyright belonging to plaintiff.’”” The bill prays an in- 
junction restraining the defendants in the commission of said acts, 
and asks for damages in the sum of $50,000. 

The defendant Sells has moved to dismiss the bill, and contends 
that the bill does not state a cause of action for infringement of copy- 
right; that, although there is stated a cause of action for unfair 
competition, the court has no jurisdiction for the reason that the 
amount in dispute is not over $3,000. It is contended that, in an 
action in equity for unfair competition, damages may not be re- 
covered, and that the amount in dispute is therefore not over $3,000; 
no value of the injunction being alleged. Defendant further con- 
tends that a bill praying for an injunction and for damages improp- 
erly joins an action at law with an action in equity, and that the bill 
must be dismissed for that reason. 

The complaint does not state a cause of action for infringement 
of copyright. In Doan v. American Book Co., (105 Fed. Rep. 772, 
45 C. C. A. 42), the defendant obtained secondhand books, of which 
the plaintiff owned the copyright, restored them to their original 
condition, and sold them on the market. The court stated: 


“We are satisfied that there is here no infringement of the right ac- 
cruing to the appellee under the copyright laws of the United States. * * * * 
The sale of them by the appellee carried with it the ordinary incidents of 
ownership in personal property, including the right of alienation (Harrison 
v. Maynard, 10 C. C. A. 17, 61 Fed. Rep. 689); and the appellants, pur- 
chasing them, had the right to resell them. * * * It is urged, however, that 
the sale passed the right to the particular thing sold, and did not carry 
with it the right of repair or renewal. We cannot yield assent to the 
proposition in the broad terms in which it is couched.” (Singer Mfg. Co. v. 
Bent, [C. C.], 41 Fed. Rep. 214; Harrison v. Maynard, 61 Fed. Rep. 689, 
10 C. C. A. 17; Kipling v. Putnam, 120 Fed. Rep. 631, 57 C. C. A. 295, 
65 L. R. A. 873; Bobbs-Merrill Co. v. Straus, [C. C.], 139 Fed. Rep. 155; 
Id., 147 Fed. Rep. 15, 77 C. C. A. 607, 15 L. R. A., [N. S.], 766). 


The court in the Doan case held, however, that, as the rebound 
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books were likely to be mistaken by the public for the new books of 
the plaintiff, the placing of the rebound books upon the market, with 
nothing to distinguish them from plaintiff's new books, constituted 
unfair competition, and that there should be displayed a notice on 
each book that it was a rebound or secondhand book. 

But counsel for plaintiff states: 


“If he (defendant) dealt in secondhand sets of the authorized and 
original work as and for secondhand sets, then counsel is correct, and under 
the authority of the Doan case there would be no infringement, and our ac- 
tion would be solely upon the ground of unfair competition; but the action 
set forth here is one of actual and fraudulent trading upon our copyright 
and in our copyright work, merely carried on by means of secondhand sets.” 

If the defendant ‘dealt in secondhand sets as and for second- 
hand sets,” it is obvious that there would be no action, either for 
infringement or unfair competition. Plaintiff can claim no exclu- 
sive right to the sale of “‘secondhand sets.” Its exclusive right of 
sale of a particular copy is gone when it parts with the title to such 
copy. (Henry Bill Publishing Co. v. Smythe, [C. C.], 27 Fed. 
Rep. 914). It is only, therefore, when the defendant sells his 
goods, the restored copies, as and for plaintiff's goods, the new 
and original copies, that the defendant is guilty of unfair competi- 
tion. It was the presence of this latter element in the Doan case 
which induced the court to grant an injunction. If the defendant 
had actually sold and delivered copies to which the plaintiff re- 
tained title, this would constitute an infringement under the rule 
laid down in Henry Bill Pub. Co. v. Smythe, supra. 

But the defendant did not possess such copies and could not sell 
or deliver them. The fact that he took orders to sell new books and 
filled such orders by delivery of old books would not constitute a 
sale of new books. The fraudulent representation and palming off 
of the goods of the defendant as those of the plaintiff would con- 
stitute unfair competition, but not infringement of plaintiff's copy- 
right. (Kipling v. Putnam, 120 Fed. Rep. 631, 636, 57 C. C. A. 
295, 65 L. R. A. 873; Lawrence Mfg. Co. v. Tenn. Mfg. Co., 188 
U. S. 537, 11 Sup. Ct. 396, 34 L. Ed. 997). 

Defendant contends that the action should be dismissed on the 


ground of improper joinder of an action in equity for an injunction 

















132 SEVEN TRADE-MARK REPORTER 


and an action at law for damages. It is well settled that, when 
equity obtains jurisdiction to administer one of its peculiar remedies, 
it will afford complete relief, even though to do so may involve the 
giving of relief which might have been obtained at law. 


“Where plaintiff has established a right to equitable relief, the court 
will not only grant that relief but all other relief essential to a complete 
adjustment of the subject-matter among the parties, although it is thereby 
required to grant relief obtainable at law, and which, if the object of an 
independent action, could be obtained at law. * * * Thus, the jurisdiction of 
equity having been invoked to restrain the further commission of wrongful 
acts, damages already suffered will quite generally be awarded.” (16 Cyc. 
109, 110; Gottfried v. Moerlien, [C. C.], 14 Fed. Rep. 170; Burdell v. Com- 
stock, [C. C.], 15 Fed. Rep. 395. See, also, Equity Rule 23 [33 Sup. Ct. 
xxv]). 

But the court’s jurisdictions must be complete by reference to 
the equitable relief sought, and the legal relief asked for cannot be 
relied upon to aid in conferring that jurisdiction. In determining, 
therefore, whether the court has jurisdiction in this case, the bill 
must be looked at as if it contained merely a prayer for the equitable 
relief sought, namely, the injunction and as if no demand had been 
made for $50,000 damages. 

Both parties seem to agree that, where an injunction is prayed 
for, the amount in controversy is the value of the injunction, and 
this, undoubtedly, is the correct rule. (16 Am. & Eng. Enc. of 
Law, 351; Hagge v. Kansas City S. Ry., [C. C.], 104 Fed. Rep. 
391). 

The defendant contends that the bill does not allege that the 
value of the injunction exceeds $3,000, while the plaintiff contends 
that the allegation of $50,000 damages fixes the amount in contro- 
versy. The fallacy of the latter contention is readily apparent. 
Damages are to be recovered for losses already sustained, while an 
injunction is to prevent plaintiff from suffering losses in the future. 
Plaintiff’s contention would place him in the unique position of 
either seeking damages which the injunction prayed for would 
make impossible, or seeking an injunction to prevent damages which 
have already been sustained. The fact that defendant’s acts have 
already caused the plaintiff to suffer $50,000 damages may raise an 
inference that, if defendant is not enjoined, the damage he may yet 
occasion will amount to $50,000 or more, but this is merely an in- 
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ference. Such an inferential statement is insufficient to support the 
jurisdiction of the court where the bill is attacked on that account 
in the trial court. (Hagge v. Kansas City S. Ry. Co., [(C. C.], 104 
Fed. Rep. 391). 

It does not follow, however, that the court must dismiss the bill 
because the value of the injunction is not alleged to exceed $3,000. 
The other jurisdictional facts appearing, the court should not dis- 
miss a bill unless it clearly appears that the amount in controversy 
is less than that acquired by the statute. (Wetmore v. Rymer, 169 
U. S. 115, 18 Sup. Ct. 293, 42 L. Ed. 682; Barry v. Edmunds, 116 
U. S. 550, 6 Sup. Ct. 293, 42 L. Ed. 729). When, from allega- 
tions of the complaint, it may be inferred that the amount involved 
exceeds the amount required by the statute, the court should grant 
the plaintiff leave to move to amend. 

In People’s Tel. & Tel. Co. v. East Tennessee Tel. Co., (103 
Fed. Rep. 212, 43 C. C. A. 185), the court said: 


“The bill prays for an injunction, and also for a decree for the damages 
already incurred, and claims for the latter the sum of $3,000. No estimate 
is put or amount claimed for the value of the right, the invasion of which 
is anticipated. We should be disposed to agree with counsel for the ap- 
pellants that there is no reasonable ground shown for believing that the 
damages already incurred amount to so much as $2,000, but it seems to us 
very probable that the value of the right to preserve the property of the 
complainant from the anticipated disturbance is more than that sum. If 
this objection had been taken in the court below, it is reasonable to suppose 
that court would have allowed an amendment which would have made more 
certain this ground of jurisdiction. And this would have been permissible.” 


In Whalen v. Gordon, (95 Fed. Rep. 305, 37 C. C. A. 70), the 
objection was made that the granting of an amendment to bring the 
amount claimed within statutory requirement was an amendment 
which would constitute a jurisdictional averment. The Circuit 
Court of Appeals said: 


“This case appears to have been one therefore, in which there was a 
sufficient amount in controversy to give the court jurisdiction, but the de- 
fendants in error had failed to plead it. Where the facts warrant the 
exercise of the jurisdiction of the court, but the pleader has failed to state 
them properly, the court is not deprived of the usual power to permit him 
to do so by amendment by the mere fact that the amendment will constitute 
or contain a jurisdictional averment.” (Bowden v. Burnham, 8 C. C. A. 
248, 59 Fed. Rep. 752, 19 U. S. App. 448; Carnegie, Phipps § Co. v. Hulbert, 
16 C. C. A. 498, 70 Fed. Rep. 209 and 36 U. S. App. 81, 97). 
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In Home Ins. Co. v. Nobles, ({C. C.], 63 Fed. Rep. 641), the 
bill praying for an injunction alleged that the acts of the defendants 
“have already caused great damage to it which will increase daily,” 
but there was no allegation of the amount of damages sustained or 
anticipated. The court said: 


“The bill is therefore defective for the want of averment that the 
amount in controversy is sufficient under the act of Congress, to give this 
court jurisdiction. Consequently the present motion for a_ preliminary 
injunction cannot be entertained; but, as it does not affirmatively appear 
that the court is without jurisdiction of the cause, the bill will not now be 
dismissed, and the complainant has leave to move as it may be advised in 
view of this suggestion, upon due notice to defendant’s counsel.” 


(See, also, Johnston v. Trippe, [C. C.], 3% Fed. Rep. 530; 
Carr v. Fife, [C. C.], 45 Fed. Rep. 209; Id., 156 U. S. 494, 15 Sup. 
Ct. 427, 39 L. Ed. 508). 

Plaintiff may have leave to move to amend its bill for the pur- 
pose indicated, and, if it does not do so within ten days, the bill 
will be dismissed. 


Ruopa N. Mivver v. STEINFELD BroTHers 
(174 App. Div. 337) 
New York Supreme Court 
Appellate Division, Third Department, September 13, 1916 
Trapve-Marks—EvInpENCE. 
The presence of a trade-mark upon an article may indicate either 


the manufacturer or the distributor of that article. 


On appeal from a judgment in favor of defendant. Affirmed. 


Leary & Fullerton, (James A. Leary of counsel) for the ap- 
pellant. 
Ivins, Wolff & Hoguet (Henry F. Wolff and Robert Louis 


Hoguet of counsel), for the respondents. 


Lyon, J.: The plaintiff was seriously injured by falling from 


a stepladder. It was of a construction commonly known as a step- 
ladder chair, and bore the words, “Trade Mark, Steinfeld.”” Two 
pieces of wood joined together by a hinge at each end formed the 
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seat, permitting the back portion of the chair to be turned over on 
the front portion, creating a form of stepladder in common use. 
The defendants were dealers in toys and furniture specialties on 
Broadway in the City of New York. The chair was undoubtedly 
one of a half dozen bought of the defendants by Bickley Brothers 
who conducted a house furnishing store at Glens Falls, N. Y. The 
chair was bought of Bickley Brothers by plaintiff's daughter and 
sent by her as a present to the plaintiff at Ballston Spa. 


* * * * * 


At the close of the evidence the plaintiff was allowed to amend 
her complaint by adding the allegation that the defendants were 
jobbers and sellers of stepladders as well as manufacturers thereof 
as theretofore alleged. At the close of the plaintiff's evidence the 
defendants rested their case. Following the charge the jury ren- 
dered a verdict of no cause of action. 

The plaintiff’s grievances as stated in the brief of her counsel 
are twofold: That the court erred in refusing to charge the jury 
that the defendants were the manufacturers of the ladder; and also 
erred in refusing to apply the rule of res ipsa loquitur. At the con- 
clusion of the charge plaintiff's counsel took an exception to the 
statement of the court that there was no proof in the case that the 
defendants were the manufacturers of the ladder. The plaintiff 
had alleged in her complaint upon information and belief that the 


defendants were the manufacturers. The answer verified by one of 


the defendants positively denied that this was so. A careful read- 
ing of the record discloses nothing supporting plaintiff's allegation 
nor does the plaintiff’s brief point out any evidence whatever to that 
effect, except as the brief claims that the words “Trade Mark, 
Steinfeld,” upon the ladder indicated that the defendants were the 
manufacturers. The presence of the trade-mark, however, was 
equally consistent with the conclusion that the defendants were mere 
jobbers or sellers of these chairs. 

“A ‘trade-mark’ is a mark used to indicate the maker, owner 
or seller of an article of merchandise, and includes, among other 
things, any name of a person * * * usually affixed to an article of 
merchandise to denote that the same was imported, manufactured, 
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produced, sold * * * by him.” (Penal Law, § 2350). “In the 
strict sense of the term, a trade-mark is applicable only to a vendi- 
ble article upon which it is in some manner affixed or represented 
as a symbol to indicate the origin or ownership of the article on 
which it is placed.” (Koehler v. Sanders, 122 N. Y. 65,72). The 
definition generally adopted by the later decision is that the term 
“trade-mark” means “a distinctive mark of authenticity; through 
which the products of particular manufacturers, or the vendible 
commodities of particular merchants may be distinguished from 
those of others.” (Elgin National Watch Co. v. Illinois Watch Co., 
179 U. S. 665, 673; Standard Paint Co. v. Trinidad Asphalt Co., 
220 Id. 446, [1 T. M. Rep. 10]). 

The burden of proving that the defendants were the manu- 
facturers of the ladder was upon the plaintiff. As the trade-mark 
might indicate with equal force that the defendants were the manu- 
facturers or the jobbers or the sellers of the ladder, it was incum- 
bent upon the plaintiff to offer evidence tending to show that the 
defendants were the manufacturers of the ladder before she could 


claim that the presence of the trade-mark was proof to that effect. 


Unquestionably the ruling of the court that there was no proof in 
the case that the defendants were the manufacturers of the ladder 
was an important ruling as the liability of the manufacturer of a 
ladder is much greater than that of a jobber or seller. The manu- 
facturer is presumably acquainted with the method of its manufac- 
ture. Undoubtedly a person holding himself out to be the manu- 
facturer is liable to a purchaser to the same extent as the actual 
manufacturer would be had the purchase been made from him. 
(Willson v. Faron, Williams & Faxon, 208 N. Y. 108; Junkermann 
v. Tilyou Realty Co., 213 Id. 404). 

The fact that the bill for the half dozen chairs sold by the de- 
fendants to Bickley Brothers stated that the chairs were shipped to 
Bickley Brothers from Walton, N. Y., would not tend to indicate 
that the defendants were the manufacturers of the chairs. Plain- 
tiff’s counsel were unquestionably familiar with the decision in 
MacPherson v. Buick Motor Co. (217 N. Y. 382) holding that the 
manufacturer of an automobile was responsible for the finished 
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product, and was not at liberty to put that product upon the market 
without subjecting the component parts to ordinary and simple tests, 
and doubtless they fully appreciated the importance of proving that 
the defendants were the manufacturers of the ladder, if such were 
the fact. Although plaintiff's counsel were advised by the service 


of the verified answer several months before the case came to trial 


that the defendants claimed that they were not the manufacturers 
of the ladder, and while it would seem to have been within their 
power to establish definitely whether or not the defendants were the 
manufacturers of the chair, yet they did not see fit to call any wit- 
ness from either defendants’ place of business in New York city, or 


from Walton, to testify where or by whom the chair was manufac- 
tured. Nor did the plaintiff suggest any reason for the absence of 
such witnesses. We think the statement of the court that there was 
no proof in the case that the defendants were the manufacturers of 
the ladder was fully warranted. 


* * * * * 


The judgment and order appealed from should be affirmed. 
All coneurred, Keiitoce, P. J., and Howarp, J., in result. 
Judgment and order unanimously affirmed, with costs. 


ZIEGFIELD Fouuies, INc. v. Gus HILu 
New York Supreme Court 


Appellate Division, First Department, February, 1917 


1. Trape-Marxs—Conriictinc Names—Titte or THEATRICAL Propvuction. 
Where the plaintiff has for several years identified a theatrical 
production by the use of the words “Follies of” followed by numerals 
indicating the year, no other producer may use such title without 
sufficiently distinguishing it by the conspicuous use of his name. 


On appeal from an order granting an injunction pendente lite. 
Modified and affirmed. 


For the opinion of the lower court, see 7 T. M. Rep. 138. 


Mortimer Fishel, of New York City, for plaintiff-respondent. 
John J. Sullivan, of New York City, for defendant-appellant. 
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Before CLarke, P. J., and Scott, Pace and Davis, JJ. 


Per Curiam. The order appealed from should be modified so 
as to restrain the use of the word “Follies” of any particular year, 
unless the entertainment so designated by the defendant is em- 
phasized by the addition of his name in type and style which will 
be equally conspicuous with the name of the “Follies’’; and as so 
modified affirmed without costs. Settle order on notice. 


ZieGFIELD Fouutes, Inc. v. Gus HiLu 
New York Supreme Court 


Special Term, New York County, December, 1916 


1. Trape-Marxs—Conruicrinc Names—Titie or Tueatricat Propuction. 
Where plaintiff has for several years identified a theatrical pro- 
duction by the use of the words “Follies of” followed by numerals in- 
dicating the year, he is entitled to restrain the use of a similar title 
applied to the production of another. 


In equity. On motion for preliminary injunction. Granted. 


Dittenhoefer, Fishel & Knox, of New York City, for plaintiff. 
John J. Sullivan, of New York City, for defendant. 


Suearn, J.: Plaintiff does not claim on this motion any exclu- 
sive right to the use of the word “Follies” as a name applied to 


theatrical attractions. It merely asks to be protected against the 
appropriation by the defendant of the name or title “Follies of 
1917” or “Follies of” any particular year and his using it as the 


title of a theatrical production, on the very sufficient ground that it 
or its predecessors in interest created and applied that title to a 
successful theatrical production nearly ten years ago, and have used 
it ever since as the name of a distinctive and very popular theatrical 
production, which by the expenditure of a very large sum of money 
the plaintiff and its predecessors in interest have popularized and 
identified with their ownership, management and control. The de- 
fendant disclaims any intention of misappropriating plaintiff's prop- 
erty rights or trading on plaintiff's name and points to the fact 
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that the title he uses is “Gus Hill’s Follies of 1917,” claiming that 
the important part of the name, so far as drawing power is con- 
cerned, is his own name “Gus Hill,” which is widely known through- 
out the country and identified with a certain class of productions. 
It is doubtless true that the defendant’s name is widely known and 
serves to identify in the minds of the public the kind of production 
to be expected under his management or direction. But if, as the 
defendant claims it is his name that attracts, rather than the fanci- 
ful name of the production, whatever it might be, it is difficult to 
see why he deliberately adopts the particular name that plaintiff has 
popularized and has so long used, or why he insists so strongly upon 
using this particular name. It is a case where, as Judge Coxe ob- 
served in Florence Co. v. J. C. Dowd (178 Fed. Rep. 73, 76), “if 
honest he should stop voluntarily, and if dishonest he should be 
compelled to stop.” Motion granted, with $10 costs. Bond fixed 
at $10,000. Settle order on notice. 


Sevic Potyscope Co., et AL v. UNicorn Fitm Service 


CorPORATION 
(163 N. Y. Supp., 62) 


New York Supreme Court 


Special Term, New York County, February 1, 1917 


Trape-Marks—TitLte or THeEatricat Propuction. 

While the title of a copyrighted play is not protected by the copy- 
right, the use of that title is none the less to be secured to the owner 
of the copyrighted matter, as a trade-mark, if the title so first em- 
ployed by him has acquired a trade significance as an arbitrary desig- 
nation. 

Trapve-Marks—TitLe or THEATRICAL Propvuction. 

The title “The Rosary” is arbitrary and not descriptive of the play 
to which it is applied. It was therefore open to adoption by the plain- 
tiff, and having acquired a secondary meaning as indicating the plain- 
tiffs play, is a valid trade-mark. 

Trave-Marks—TitLe oF THEATRICAL PropvuctTion. 
Where the title of a play became a valid trade-mark, it continued 


as such when applied to a representation in the form of a motion 
picture. 


Trapve-Marks—INFRINGEMENT— DEFENSES. 


In a suit alleging infringement of a trade-mark, it is no defense to 
show subsequent infringement by others. 
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5. Trape-Marxs—Goops or THE Same Descriptive Properties. 

The fact that a well-known song and novel were published under 
the title “The Rosary” before the plaintiffs so named their play is of 
little importance. There is no similarity of enterprise in a dramatic 
composition when compared with a song or a novel such as to suggest or 
present conflicting rights as a trade-mark. 


In equity. On final hearing. Judgment for plaintiff, grant- 
ing an injunction. 


Nathan Burkan, of New York City, for plaintiffs. 


John Jerome Rooney, of New York City, for defendant. 


Ertaneer, J.: The plaintiffs have brought this action for an 
injunction to restrain the defendant’s use of the words “The Rosary” 
as the title of a photoplay and for damages for the alleged unauthor- 
ized use of that title. There can be no doubt that the plaintiffs Row- 
land and Clifford first adopted this title in connection with a dra- 
matic composition. Their play by that name, which was copy- 
righted in the year 1910, was successfully produced in the follow- 


ing year and during four seasons afterward. In June, 1915, this 
play under the same title was produced as a motion picture by the 
plaintiff Selig Polyscope Company, which concern had acquired 
from Rowland and Clifford the right so to reproduce the original 
play. 

It appears from the evidence that this representation, both on 
the stage and as a motion picture, had met with marked acceptance 
by the public, and that the good will acquired by the plaintiffs in 
the production under this chosen title, “The Rosary,” became of 
substantial value. 

While the title of a copyrighted play is not protected by the 
copyright, the use of that title is none the less to be secured to the 
owner of the copyrighted matter as a trade-mark, if the title so 
first employed by him has acquired a trade significance as an arbi- 
trary designation. (Outcault v. Lamar, 135 App. Div. 110, 117, 
119 N. Y. Supp. 930; Caswell v. Hazard, 121 N. Y. 484, 494, 24 
N. E. 707, 18 Am. St. Rep. 833; McLean v. Fleming, 96 U. S. 245, 
254, 24 L. Ed. 828). As was said in the case last cited: 


“Phrases, or even words in common use, may be adopted for the pur- 
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pose, if, at the time of their adoption, they were not employed by another 
to designate the same or similar articles of production or sale.” 

Here the phrase “The Rosary,’ while well known in its refer- 
ence to a form of religious observance, is in no sense descriptive of a 
drama as such. It is an arbitrary title when so employed, and, as 
appears, the authors and producers of the plaintiffs’ play adopted 
this title to identify rather than describe the composition itself. In- 
deed, the phrase is not aimed to be, nor is it, serviceable as a de- 
scription of the subjects portrayed in the play, whether as acted or 
as exhibited upon the screen. 

I have no doubt, therefore, that this phrase was open to adoption 
by the plaintiffs, and that, having acquired a secondary meaning in 
identification of the plaintiffs’ dramatic composition, it became as- 
sociated with the good will of the business established in the produc- 
tion of the play, and was a trade-mark. (Outcault v. Lamar, 135 
App. Div. 110, 119 N. Y. Supp. 930; Klaw & Erlanger v. General 
Film Co., (Sup.) 154 N. Y. Supp. 988 [ 5 T. M. Rep. 99]). As 
such, its character continued when applied to a representation in 
the form of a motion picture. (Dickey v. Mutual Film Corporation 
(Sup.) 160 N. Y. Supp. 609 [6 T. M. Rep. 423] ). 

In June, 1916, the defendant corporation, which was engaged 
in the business of buying motion picture films and of distributing 
them for exhibition, released to its customers a film acquired by it 
and renamed “The Rosary.” It appears that this was an old film, 
representing a dramatic portrayal, and had been exhibited under 
some other name. When choosing the title “The Rosary,” and ad- 
vertising the motion picture under it, the defendant knew of the 
plaintiffs’ widely advertised and successful production; its presi- 
dent, Mr. Schlank, was thoroughly familiar with the play, as he 
testifies ; and I am satisfied from the evidence that the choice of this 
title for an old film was not merely accidental. (British-American 
Tobacco Co. v. British-American Cigar Store Co., 211 Fed. 933, 985, 
128 C. C. A. 431, Ann. Cas. 1915B, 363 [4 T. M. Rep. 298]). 
Justification for this use of the plaintiffs’ trade-mark cannot be 


found in the fact that the catalogues in evidence disclose the desig- 
nation of other motion picture films by the use of the word “Rosary.” 
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So far as these catalogues have any value as proof, they indicate no 
more than that other persons in three instances have so named their 
films at dates long after the plaintiffs Rowland and Clifford ac- 
quired their trade-mark by original adoption. Whether the films 
referred to were actually exhibited under conditions which the 
plaintiffs might or might not have found to be injurious to their 
rights is a matter of speculation; but the defendant’s case is not 
aided by pointing to a possible invasion of these rights by others, 
nor is it of importance that a well known song and novel had been 
published under the title ‘““The Rosary” before the date when the 
plaintiffs Rowland and Clifford so named their play. There is no 
similarity of enterprise in a dramatic composition, when compared 
with a song or novel, such as to suggest or to present conflicting 
rights to a trade-mark. (Atlas Co. v. Street & Smith, 204 Fed. 
398, 122 C. C. A. 568, 47 L. R. A. (N. S.) 1002 [3 T. M. Rep. 
259]). 

There should be judgment for the plaintiffs, tor an injunction, 
and for damages to be ascertained on a reference. Proposed de- 
cision and judgment, as heretofore submitted by plaintiffs, should be 
noticed for settlement. 


New York Towe. Suppty Co., Inc. v. LAtty, et AL. 
(162 N. Y. Supp. 247) 


New York Supreme Court 


Special Terms, Kings County, December 22, 1916 


Unram Competition—Former EMPLoyess. 

Where former employees of plaintiff engaged in the same business 
after leaving plaintiff's employ, they cannot be enjoined on ground of 
unfair competition, because they make use of knowledge of plaintiff’s 
customers, there being no covenant not to enter into competition with 
plaintiff. 


In equity. On motion for injunction pendente lite. Denied. 


Prince & Nathan, of New York City, for plaintiff. 
James S. Darcy, of New York City, for defendants. 
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Kevsy, J.: The plaintiff is engaged in the business of supply- 
ing towels, aprons, and soap to offices, factories, and employees 


working therein. It seeks to enjoin two former employees from 
soliciting for themselves the custom of those whom they served while 
employed by the plaintiff. 

The business is, and was before plaintiff engaged in it, open, 
common, and essentially simple. It was also, in its origin, some- 
what ancient. The primordial problem of the weekly wash has 
had to be met in some way ever since Adam delved and Eve span. 
The logic of the right of action which plaintiff asserts, when carried 
out, is rather startling. If sustained, its extension is warranted to 
every sort and variety of trade, profession, and employment. It 
will end forever, for youth, the ambition of competing with the em- 
ployer for the old trade by fair means and hopeful energy. If the 
principle contended for be rigidly and uniformly applied, the pre- 
posterous legal result would follow that a ‘prentice hand, having 
mastered his business or profession, may only use his energies to 
the full in some other occupation or in some other place. 

The plaintiff does not rest its claim upon any merit of invention 
or secret process brought into the business. Its old trade is entirely 
the result of personal solicitation, as defendants’ trade must neces- 
sarily be. The plaintiff did not in advance require its employees 
to covenant not to enter into competition on leaving the employ; 
this could have been done, and probably would be enforceable. 
(Witkop & Holmes Co. v. Boyce, 61 Mise. Rep. 126, 112 N. Y. 
Supp. 874, affirmed 131 App. Div. 922, 115 N. Y. Supp. 1150). 
Nor is it claimed that there was anything impliedly to the same 
effect in the general employment. Instead, it is asserted that the 
competition of the former employees is an unfair competition, 
because it involves the use of knowledge of plaintiff’s customers, 
acquired while the employment lasted. And it is further claimed to 
be in violation of section 553, subd. 6, of the Penal Law, which 
reads as follows: 

“Any person having or obtaining access, either with or without the con- 
sent of the lawful owner, to any original list, compilation or other collec- 


tion of the names of customers or subscribers not less than five hundred in 
number, or to any other original list,.compilation or other collection of 
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names not less than five hundred in number, used in connection with any 
lawful business or occupation whatsoever, and who, without the consent of 
such lawful owner, shall take possession of any such original list, compila- 
tion, or other collection, or any part thereof, or shall make or cause to be 
made, or take possession of, a copy or duplication thereof, or of any part 
thereof, or who shall aid, abet or incite any other person to take or to copy 
or to cause to be copied or taken, any such list, compilation or collection, 
or any part thereof, * * * is guilty of a misdemeanor.” 

My opinion is decidedly to the contrary. As authority there 
are the cases of Boosing v. Dorman, (148 App. Div. 824, 133 N. Y. 
Supp. 910, affirmed 210 N. Y. 529, 103 N. E. 1121); Peerless Pat- 
tern Co. v. Pictorial Review Co., (147 App. Div. 717, 132 N. Y. 
Supp. 39). In both of these cases it was held that former employees 
may not be enjoined when they are doing no more than carrying 


into a new venture the knowledge they acquired in the old. “This, 


if it involves no breach of confidence, is not unlawful, for equity 


has no power to compel a man who changes [his employment] to 
wipe clean the slate of his memory.” (117 App. Div. 717, 132 
N. Y. Supp. 39). 

The plaintiff here insists, however, that the case of People’s 
Apron & Supply Co. v. Light (decided in the Appellate Division of 
this department, 171 App. Div. 671, 157 N. Y. Supp. 15), is deci- 
sive of its right to the injunction sought. But as I read that case 
it has not this effect, and my reason would not accept it if it had. 
The outstanding fact in the Light Case was that the former em- 
ployees were competing by means unquestionably fraudulent and 
unfair. They led customers to believe that they still represented 
the plaintiff, thus covertly seducing its trade away. The decision 
may be understood as having no other effect than that. Nothing of 
the kind is alleged against the defendants in the case at bar. 

It may be noted in passing that the briefs on appeal in the 
Light Case contain no citation of the case of Peerless Pattern Co. v. 
Pictorial Review Co., supra, nor does it mention that Boosing v. 
Dorman was affirmed in the Court of Appeals. The economic 
maxim that “competition is the life of trade” (People v. Sheldon, 
139 N. Y. 251, 263, 34 N. E. 785, 23 L. R. A. 221, 36 Am. St. Rep. 
690) should not be lightly impaired. 

Motion denied, with $10 costs. 
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GoLDSCHMIDT v. SACHS 
(162 N. Y. Supp. 323) 


New York Supreme Court 


Special Term, New York County, December 30, 1916 


Unrairn CoMPeTITION—TRADE SECRETS. 

A complaint which alleges that plaintiff has built up a large pat- 
ronage and had formerly employed defendant as manager, and that 
defendant, since his discharge by plaintiff, in pursuance of a plan to 
ruin plaintiff's business, is making use of confidential information 
acquired by virtue of his employment, sets forth a good cause of action. 


In equity. Demurrer overruled. Judgment for plaintiff. 
purty 


C.R. & C. U. Carruth, of New York City, for plaintiff. 
Rudolph Marks, of New York City, for defendant. 


PenpieTton, J.: This is a demurrer to the complaint heard as 
a motion, and a motion by plaintiff for judgment on the pleadings. 
The action is in equity to enjoin unfair competition. The com- 
plaint alleges in substance that plaintiff, for many years a public 
accountant, had built up a large patronage, and secured many 
patrons and customers, and that the names of the patrons or cus- 
tomers were entered in books, and a folder made containing all 
papers in connection with the business of each patron, which said 
names, so acquired and kept, constituted an original list, collection, 
and compilation of the names and addresses of such customers ex- 
ceeding 100 in number; that defendant had been employed by plain- 
tiff as manager; that his duties were of a highly important and con- 
fidential character; and that in the course of his employment and 
solely by virtue thereof, defendant became familiar with and cog- 
nizant of, and knew and knows, the names and addresses of each of 


the plaintiff’s patrons; that the defendant, since his discharge by 


plaintiff, in pursuance of a plan and scheme to damage and ruin 
plaintiff's business and despoil plaintiff of his customers, has made 
use of and is now employing and making use of the information 
acquired by defendant solely by virtue of his employment, and which 
is contained in plaintiff’s list, compilation, and collection of names 


and addresses and books of accounts, to solicit and take away plain- 
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tiff’s customers, whose names are contained in said list, and is solicit- 
ing the business of said patrons and customers of plaintiff, and has 
taken away from plaintiff their business, or part thereof, and asks 
for an injunction. 

The complaint on its face sufficiently sets forth a good cause of 
action within the authorities. (People’s Coat Apron & Towel Sup- 
ply Co. v. Light, 171 App. Div. 671, 157 N. Y. Supp. 15; Witkop 
& Holmes Co. v. Boyce, 61 Misc. Rep. 126, 112 N. Y. Supp. 874, 
affirmed 131 App. Div. 922, 115 N. Y. Supp. 1150; Witkop & 
Holmes Co. v. Boyce, 64 Misc. Rep. 374, 118 N. Y. Supp. 461; 
Witkop & Holmes Co. v. Great Atlantic & Pacific Tea Co., 69 Misc. 
Rep. 90, 124 N. Y. Supp. 956). It is unnecessary to speculate as 
to what the exact facts may prove to be at the trial. The cases of 
Peerless Pattern Co. v. Pictorial Review, (147 App. Div. 715, 132 
N. Y. Supp. 37), and Boosing v. Dorman, (148 App. Div. 824, 133 
N. Y. Supp. 910), are not in conflict with the above. 

Demurrer overruled, and plaintiff's motion for judgment 
granted, with leave to defendant to serve an answer within 10 days 
after service of a copy of the order to be entered hereon, and the 
payment of $10 costs of this motion. 


PropLe v. ScHER, ET AL 
City Magistrates Court 
Sixth District, New York City, October 30, 1916 


TrapeE Names—New York Penat Law, Section 440. 

Section 440 of the New York Penal Law prohibits the use of a 
proper name in the conduct of a business unless it is the true name of 
the person or of one of the persons conducting the business. The use 
of the name of a man whose only interest in the business so named is 
through his wife is a technical violation of this provision. 


Seligsberg & Lewis, (Clarence M. Lewis, of counsel) of New 
York City, for complainant. 
Gans, Davis & O’Neiil, of New York City, for defendant. 


ReyNotps, City Magistrate: While there is no doubt that 
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Robert Baumann had through his wife a very substantial interest in 
the Robert Baumann Furniture Company, the evidence discloses a 
technical violation of the statute which should be presented to the 
Court of Special Sessions and the matter finally settled. 

The defendants are held for trial in Court of Special Sessions 
in twenty-five dollars bail, which may be a personal bond. 

[ Nore—The provision of the penal law upon which this case was pred- 
icated was added by chapter 446 of the laws of 1915 and went into effect 
September 1, 1915. It reads as follows:— 

“No person or persons shall hereafter use, or file a certificate for the 
use of any family name or names or colorable simulation thereof to carry 
on or conduct or transact business in this state unless the name, or one of 
the names, so used or intended to be used is the true or real name of the 
person or of one of the persons conducting or intending to conduct said 
business, or said person or persons are successors in interest to the person 
or persons theretofore using such name or names to carry on or conduct 
or transact business in which case the certificate filed shall so state.” 

So far as we know, this is the first prosecution under this provision. 
The case was carried to the Court of Special Sessions, Kings County, where 
a fine of five hundred dollars or an alternative prison sentence of ninety 
days was imposed upon each of the defendants. ] 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Descriptive Terms 


Cray, A. C.: The word “Alloveralls’” used as a noun, for a 
one-piece garment for protecting the clothing, is not descriptive, but 
is on the contrary, fanciful and an invented term. The word “All- 
over,” used as an adjective, applied to overalls, is either descriptive 
or deceptive and is not registrable. An interference between the 
two marks should, therefore, be dissolved and the former admitted 
to registration, while the latter should be refused registration.’ 

Ewinea, C.: The name “Plastic Fire Brick,’ applied to cement 
lining for fire pots, which is not a brick, but is put on as a con- 
tinuous surface, is not a descriptive term, but an invented term, 


calling for the exercise of the imagination, and it appearing that the 
applicant had had for ten years the exclusive use of the mark, it 


?LaCrosse Clothing Co. v. Oshkosh Overall Co., 120 Ms. Dec. 239, 
August 18, 1916. 
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should be registered. (Rehearing of the case in 120 Ms. Dec. 94 
[6 T. M. Rep. 587]). 

Cray, A. C.: The word ‘“‘Foldwell” for paper is descriptive, 
indicating that it has the quality of being easily folded.* 

Cray, A. C.: The word “Kanttair”’ as a trade-mark for hair 
nets is descriptive and properly refused.* 

Wuirteneap, A. C.: The name “Thro-Away” for paper nap- 
kins is suggestive, but not descriptive and may be registered.* 

Cray, A. C.: The name “Horseshoe” as a trade-mark for 
automobile tires, casings and tubes is not descriptive, even if, as sup- 
posed, the tread of the tire bears projections in the shape of a horse- 
shoe. There is no mechanical advantage arising from this feature 
of the tire and the name is no more descriptive than the figures 
“4-11-44” would be if the projections were made in the form of these 
figures. (Distinguishing Ex parte, United States Rubber Co., 225 
O. G., 1107; [6 T. M. Rep. 238]). As to the tubes, the mark is 
certainly not descriptive, since the objection does not apply to 
them.° 

Wuireneap, A. C.: “Protexwel” is not so clearly descriptive 
as a trade-mark for certain articles of wearing apparel as to be un- 
registrable and should be allowed. Since the previous decision in 
this case, the marks “NursWel” and “Thro-Away” have been al- 
lowed. (Rehearing of decision of July 25, 1916, [6 T. M. Rep. 
589]).° 

Cray, A. C.: The name “Perfection” as a trade-mark for bed 
pans is held not to be descriptive, where it is shown by affidavits 
and by publications that it has been exclusively used for many years 
by the applicant and has become known as a mark for its product. 
(Rehearing of the decision in 6 T. M. Rep. 586).’ 

Cray, A. C.: The name “Satin Eclatant” as a trade-mark for 
cotton piece goods is no less descriptive because in a foreign lan- 


* Ex parte, Adams-Jewel Co., 120 Ms. Dec. 374, October 2, 1916. 

* Ex parte, Chicago Paper Co., 120 Ms. Dec. 395, October 11, 1916. 
*Ex parte, Hessel, 120 Ms. Dec. 397, October 12, 1916. 

* Ex parte, Lehigh Paper Mills, 120 Ms. Dec. 177, August 1, 1916. 

° Ex parte, Racine Auto Tire Co., 120 Ms. Dec. 477, October 30, 1916. 
* Ex parte, Protexwel Mfg. Co., 121 Ms. Dec. 27, November 7, 1916. 
"Ex parte, Meinecke & Co., 121 Ms. Dec. 94, November 10, 1916. 
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guage and indicates that the goods have the sheen of satin. That is 
probably the only reason for their use.’ 

Cray, A. C.: A mark consisting of the picture of a pneumatic 
tire, within which is the head of a chauffeur and above it the head of 
a bull dog, grasping in its mouth the letters “ALWASHOLD” in 
a peculiar form of lettering, is not descriptive, as applied to a ma- 
terial for repairing tires. The other features overshadow the word 
in any event, but this is more than a case of misspelling of a de- 
scriptive word and the words themselves can only exist in connec- 
tion with the bull dog’s head.* 


Geographical Terms 


Wuiteneap, A. C.: The name “Lehigh” for vises, is geographi- 
cal and has no other recognized meaning and should, therefore, be 
refused registration.° 

Cray, A. C.: The name “Hudson Mills” as a trade-mark for 
hosiery and knit underwear, in script, is geographical as well as in 
part a surname not distinctive in form and indicates the place 
where the goods are made. It is, therefore, unregistrable.* 

Cray, A. C.: The name “Royal Satsuma,” applied to toilet 
paper, is not geographical. The word “Satsuma,” whatever its geo- 
graphical significance, is not geographical when used in connection 
with the name “Royal” and the name “Royal Satsuma,” in its 


ordinary application, means something quite different from paper 
and it should be regarded as a fanciful term in this application.® 


Cray, A. C.: The name “Columbia,” applied to saws is geo- 
graphical. It is immaterial that the mark closely resembles the 
name “Columbian” previously registered under the ten year clause 
by the applicant, since the mark here applied for has not been in 
use for ten years.°® 


‘Ex parte, Bradford Dyeing Association, 120 Ms. Dec. 444, October 
21, 1916. 

* Ex parte, Cowan, 120 Ms. Dec. 455, October 26, 1916. 

‘Ex parte, Bonney Vise & Tool Works, 120 Ms. Dec. 276, July 20, 1916. 

* Ex parte, Lax & Burgheimer, 120 Ms. Dec. 291, August 30, 1916. 

° Ex parte, Sauquoit Toilet Paper Co., 120 Ms. Dec. 292, August 30, 
1916. 

* Ex parte, E. C. Atkins & Co., 120 Ms. Dec. 320, September 8, 1916. 
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Cray, A. C.: The name “Fairmont” as a trade-mark for self- 
oiling mining car wheels and other similar articles is geographical, 
indicating the location of the applicant at Fairmont, West Virginia. 
The fact that it is displayed with the “F” and the “T” abnormally 
large and connected with a bar at the top, does not make it regis- 
trable.* 

Cray, A. C.: The name “Anaconda Electric,’ accompanied 
by zig zag lines to represent lightning, is not as a whole geographi- 
cal or descriptive as a trade-mark for zinc or spelter. In any case, 
the applicant used the name “Anaconda” before the town of that 
name existed. The town was named for the mine and it would be 
putting the cart before the horse to reject the application because 
of the later geographical use of the name. The word “Electric,” 
moreover, does not describe zinc and in any event, taken as a whole, 
the mark must be regarded as arbitrary and fanciful and properly 
registrable.* 


Conflicting Marks 


Wuireneap, A. C.: A _ trade-mark consisting of “a green 
colored strand in wire rope, all the strands of which are helically 
disposed,” conflicts with the prior registration of a white strand for 
a similar rope. (Leschen cases, 164 O. G. 978 [1 T. M. Rep. 37, 
42]; Leschen v. Fuller, 218 Fed. Rep. 786 [5 T. M. Rep. 87]). 
(Rehearing of decision, 120 Ms. Dec. 94 [6 T. M. Rep. 592]). 
Affirmed.* 


Wuirteneap, A.-C.: <A trade-mark for citrous fruit, consisting 
of the representation of a fish in two concentric circles, with the 
name “Bass Brand,’ does not conflict with the prior registration of a 
similar mark accompanied by the name “Tarpon.” The two con- 
centric circles are used in many marks for citrous fruit and hence 
cannot be exclusively claimed by anyone. Moreover, the marks 


* Ex parte, Fairmont Mining Machinery Co., 120 Dec. 388, October 10, 
1916. 


* Ex parte, Anaconda Copper & Mining Co., 120 Md. Dec. 465, October 
27, 1916. 


* Ex parte, Waterbury Co., 120 Ms. Dec. 171, August 1, 1916. 
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would cause the one article to be known as the “Bass Brand’’ and 
the other as the “Tarpon Brand” and no conflict would result.’ 

Cray, A. C.: The name “Silver” as a trade-mark for coffee, 
does not conflict with the trade-mark consisting of the words “Silver 
Moon” and the representation of a crescent. There is no likeli- 
hood of confusion between the two.* 

Cray, A. C.: A trade-mark for coffee, consisting of the pic- 
ture of a baby boy on a lawn, with toys, and other accompanying 
features and the name “Home Pride” does not conflict with a mark 
consisting of the name ‘“‘Home Brand” and the representation of a 
house. The one suggests the child and the other the house and 
there is no possibility of conflict between the ideas. Opposition 
dismissed.* 

Wuireneap, A. C.: A mark consisting of the letter “E” on a 
circular panel surrounded by annulus, the whole enclosed in a rect- 
angle with double lines, as a trade-mark for automobile and furni- 
ture polish, may conflict with the letters “B. P. S.” upon a circular 


panel, or in the alternative upon a yellow disk. The case is not so 


clear as to warrant the dismissal of the opposition. The prominent 
features are the presence of letters upon the circular disk with the 


annulus and the use by the applicant of a yellow label is material 


since both of the registered marks of the opposition show a yellow 
background.* 

Cray, A. C.: The word “Sunlight” conflicts with the word 
“Sunshine” for sugar cane syrup, in an opposition based on the 
ownership of the latter mark. It is properly sustained.° 

Cray, A. C.: <A trade-mark consisting of the representation of 
two flies and other features, as a trade-mark for fly paper, does not 
conflict with another mark in which the picture of a fly occurs. No 
one has the right to the exclusive use of the picture of a fly for this 
product. Moreover, in this suit in the western district of Michi- 


‘Ex parte, Shepard Company, 120 Ms. Dec. 184, August 2, 1916. 

? Oliver-Finnie Co. v. Grand Union Tea Co., 120 Ms. Dec. 206, August 
9, 1916. 

*Ex parte, Federal Coffee Mills Co., 120 Ms. Dec. 246, August 25, 
1916. 

* Paterson-Sargent Co. v. Waters, 120 Ms. 294, August 31, 1916. 

° Fort Scott Sorghum Syrup Co. v. Pinellac Park Syrup Co., 120 Ms. 
Dec. 298, August 31, 1916. 
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gan, the court refused an injunction against the use of a fly by the 
applicant.’ 

Wuirteneap, A. C.: A trade-mark for fly paper consisting of 
three ovals, so disposed that each sheet displays one whole and two 
half ovals with the picture of four flies, two above and two below, 
in the center space between the ovals, does not conflict with another 
mark showing a similar arrangement of ovals and the use of circles 
instead of the representation of the fly, and the ovals not being of 
the same shape in appearance and not likely to be confused. 

The way in which the applicant uses its mark in advertising is 
immaterial on the question of damage to result from the registration 
of the mark. The use of the mark in advertising may be ground of 
a suit for unfair competition, but in a suit in the western district of 
Michigan, an injunction has already been refused against the ap- 
plicant’s mark and manner of packing its goods.” 

Cray, A. C.: The name “Deodor” for a skin preparation and 
deodorant, conflicts with previous registrations of ‘“‘Deodorata” and 
“Deodorine.””* 

Cray, A.C.: The name “Coffetone” as a trade-mark for a cof- 
fee substitute, shown in a peculiar form of lettering, with the figure 
of an Indian boy, does not so clearly conflict with the name “Cof- 


fatona”’ as to warrant the rejection of the application for the prior 


mark where a prima facie case of abandonment of the latter mark 
is shown. In that case, the applicant should be given the benefit of 
the doubt.* 


Proper Names 


Cray, A. C.: The name “Baron Bean” as a trade-mark for a 
newspaper section is not a mere surname. In the first place, the 
name “Bean” is not primarily a surname and in the second place, 
the application is not for the name “Bean” but for “Baron Bean,” 
which is not likely to interfere with the use of his name by anybody 


*O. & W. Thum Co. v. Dickinson, 120 Ms. Dec. 307, September 5, 1916. 
70. & W. Thum Co. v. Dickinson, 120 Ms. Dec. 314, September 5, 1916. 
° Ex parte, Riker & Hegeman Co., 120 Ms. Dec. 371, September 30, 1916. 
*Ex parte, Coffetone Mfg. Co., 121 Ms. Dec. 5, November 4, 1916. 
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else. It must be regarded rather as a fanciful designation and is 
properly registrable.’ 

Cray, A. C.: The name “Fisher” in heavy round script, as a 
trade-mark for subcasings and tie-boots is a proper name, not dis- 


tinctively shown and, therefore, not registrable.* 


Amendment of Notice of Opposition 


Wuireneap, A. C.: The action of the examiner of interfer- 
ences, in allowing the filing of a new verification to a notice of op- 
position will be reviewed only on petition and to correct a manifest 
error.® 

Cray, A. C.: The notice of opposition alleged likelihood of 
confusion between the marks involved but contained no allegation of 
actual confusion. In the course of taking testimony in behalf of the 
opponent, evidence of actual confusion was offered, to which the ap- 
plicant objected, upon the ground that it was immaterial and ir- 
relevant under the pleadings. Upon a motion to amend the notice 
of opposition, so as to allege actual confusion and deception of the 
purchasers, it was held that in the first place the amendment was 
unnecessary for two reasons; that the opponent need not prove ac- 
tual confusion, the likelihood of confusion being sufficient to sustain 
the opposition and, furthermore, that actual confusion was the best 
possible proof of the likelihood of confusion and, therefore, that the 
evidence was admissible under the pleadings as they stood. Further, 
inasmuch as the testimony had been objected to and to avoid any 


question of its admissibility, the amendment was allowed.* 


Goods of the Same Descriptive Properties 


WuHiTEHEAD, A. C.: Flour, cereals and breakfast foods on the 


one hand, and bread on the other hand, are not so clearly goods of 


* Ex parte, Star Company, 120 Ms. Dec. 387, October 7, 1916. 

* Ex parte, Sunderland, 120 Ms. Dec. 441, October 21, 1916. 

‘Ex parte, Heller Baking Co., 120 Ms. Dec. 178, August 1, 1916. 

‘Magnolia Cotton Oil Co. v. Proctor & Gamble Co., 120 Ms. Dec. 191, 
August 4, 1916. 
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different descriptive properties, as to justify a dismissal of the 
notice of opposition upon that ground.’ 

Cray, A. C.: Cotton piece goods and silk piece goods are not 
goods of the same descriptive properties. ‘Whoever is liable to go 
into a store after cotton piece goods and accept silk goods instead, 
ought to be accompanied by a guardian.”* 

Ewinea, C.: Bond, linen and ledger paper on the one hand, 
and superfine and colored flats on the other, are not goods of the 
same descriptive properties. The papers are distinct in their tex- 
ture and in the trade by whom they are bought. The latter is sold 
only to printers, the former to the general public. Therefore, the 
manufacturer of both grades, having assigned to another company 
the right to the use of its trade name “Parsons” upon the latter class 
of goods, which it made in a separate mill, together with the busi- 
ness of manufacturing and selling paper of this grade, and together 
with the plant where the same was manufactured, the registration 
of the mark should be granted to both parties for the respective 
grades of paper and both may claim registration under the ten year 
clause of the act, the assignee basing its claim upon the prior use 


by the assignor.* 


Use of a Trade-Mark 


Cray, A. C.: A design claimed as a trade-mark for grinding 
buhrs consisting of two figures resembling short tree branches, but 
shown in fact to be partial representations of the ribs of a grinding 
buhr and shown to have a utilitarian purpose, cannot be claimed as 
a trade-mark, since never so used.* 

Cray, A.C.: The trade-mark “Pussywillow,” used by a manu- 
facturer of silk, cannot be claimed by him for the silk garments 
made from his product, on the ground that the mark is used only 
upon garments so made and is applied by means of labels furnished 
by the manufacturer and furnished only to garment makers of his 


1 Ex parte, Heller Baking Co., 120 Ms. Dec. 178, August I, 1916. 

? Ex parte, Miguel, 120 Ms. Dec. 211, August 11, 1916. 

* Parsons Paper Co. v. American Writing Paper Co., 120 Ms. Dec. 330, 
September 15, 1916. 

*Ex parte, Letz Mfg. Co., 120 Dec. 200, August 9, 1916. 
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selection. The trade-mark is for the silk only and that is the only 
idea that the presence of the trade-mark upon the garments conveys 
to the purchasing public.’ 

Cray, A.C.: An alleged trade-mark for buttons, consisting of 
the button itself, which shows the letters “N.P.” surrounded by two 
concentric circles, between which appear three stars and the words 
“For Progress in Writing’ and used to identify students in a cor- 
respondence school, is not in fact a trade-mark. The buttons are 
not a mark for the goods, but are the goods themselves. Moreover, 
the buttons are a mere badge of attendance and do not serve any of 
the purposes of a trade-mark.’ 

Cray, A.C.: The name “Pollyanna” claimed as a trade-mark 
for a series of books of fiction, was properly refused, because it was 
not a trade-mark but the title of the books. The name of a book 
cannot be regarded as a trade-mark, although a word common to the 
titles of a series of books might be regarded as a trade-mark, but in 
this case the name is not so used, this being the title of the first 
book and only one book having been published at the time the appli- 
cation was made. At best, the application is premature.* 


Right to Oppose 


Cray, A. C.: On an application to cancel the word “Rug” as 
a trade-mark for bricks, upon the grounds that the mark is descrip- 
tive and not capable of exclusive use, it is not necessary that the 
petitioner for cancellation show use of the mark as a trade-mark. Use 
by the petitioner in a descriptive sense is sufficient. It is enough 
that the petitioner may be injured by the claim of exclusive right 
and in fact the injury is sufficiently established in this instance, the 
petitioner having been sued in the supreme court of the District of 


Columbia for infringement.* 


‘Ex parte, H. R. Mallinson & Co., 120 Ms. Dec. 243, August 27, 1916. 
* Ex parte, A. W. Palmer Co., 120 Ms. Dec. 303, September 2, 1916. 
Ex parte, Page Company, 120 Ms. Dec. 448, October 24, 1916. On re- 
hearing, 121 Ms. Dec. 29, Nov. 8, 1916. 
‘Hydraulic Press Brick Co. v. Hocking Valley Products Co., 120 Ms. 
Dec. 196, August 8, 1916. 
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Mark Fraudulently Used 


Cray, A. C.: <A trade-mark applied to a medicinal preparation 
alleged to be a remedy for cancer, is, in a case of doubtful registra- 
bility, properly rejected, upon the ground that it is misleading and 
virtually fraudulent, there being, in the view of the medical profes- 
sion, no cure for cancer and it being doubtful if there is any benefit 
to be derived by medicinal treatment in such cases. The word 
“medicine” is derived from the Latin word meaning to heal or 


remedy, and it is popularly understood to imply a cure.’ 


Assignment 


Wuireneap, A. C.: Upon petition to compel the recording of 
an assignment of the trade-mark “Pablo” for coffee, when it ap- 
peared that the assignor still sells coffee, although not under that 
mark, the assignment is plainly inoperative because it is an assign- 
ment of the mark only and not of the business in connection there- 
with (Eiseman v. Schaeffer, 157 Fed. Rep., 473; Independent Bak- 
ing Powder Co. v. Boorman, 175 Fed. Rep., 448) and the instru- 
ment is, therefore, not entitled to be recorded.’ 


Form of Registration 


Cray, A. C.: The fact that the labels presented for registra- 
tion show the name “H. M. Myers,” is no ground for refusing an 


application to register under the ten year clause, the name “‘Myers”’ 


alone. The initials are not essential and the shovels would natur- 
ally be known as ‘““Myer’s Shovels.’”* 


Proof of Priority 


Cray, A. C.: Proof of the sale of an article at a certain date, 
as “Carmelita Cream,” accompanied by proof of the previous print- 
ing of labels bearing the trade-mark, for that article, is sufficient 


‘Ex parte, John Varga, 120 Ms. Dec. 230, August 28, 1916. On rehear- 
ing 120 Ms. Dec. 314, September 15, 1916. 

* Ex parte, Held, 120 Ms. Dec. 240, August 21, 1916. 

* Ex parte, Ames Shovel & Tool Co., 120 Ms. Dec. 242, August 21, 1916. 
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evidence of the sale of the article under the trade-mark, because it 
is not to be supposed that the article would have been sold without 


the mark after the labels had already been obtained for use thereon.* 


Rehearing 


Wuireneap, A. C.: After the time for appeal from the decision 
of the commissioner of patents has expired, a petition for a rehear- 
ing should not be granted, except in case of obvious error and in the 


absence of such obvious error, the petition should be denied. [See 


6 T. M. Rep. 591].2 


Effect of Disclaimer 


Cuay, A. C.: A disclaimer of the right to use separately the 
different features of a combined mark does not leave the applicant 
without anything to claim. Thus, upon an application to register 
the words ‘““Armure Rousseau’ as a trade-mark for silk piece goods, 
the words being separately disclaimed, the mark cannot properly be 
rejected on the ground that the whole mark has been disclaimed. 
The applicant may be entitled to the use of the words in combina- 
tion, even though not entitled to their separate use.* 

Cray A. C.: So the combination ‘“Khaki-Kool” as a trade- 
mark for silk, each of the separate features of the combination being 
disclaimed. As a matter of fact, the combination is without mean- 


ing, is catchy because of the alliteration and constitutes a good 
trade-mark.* 


Registration of Corporate Name 


Cray, A. C.: Upon an application to register the trade-mark 
‘“Dodge-About” as a trade-mark for delivery cars, an opposition was 
filed by Dodge Bros., manufacturers of motor cars, on the ground 


that the mark would cause confusion of the car to which it was ap- 


*Turner v. Coffin, Reddington & Co., 120 Ms. Dec. 295, September 6, 
1916. 

? Pons y Cia v. Turro y Cia, 120 Ms. Dec. 300, September i, 1916. 

* Ex parte, R. & H. Simon Co., 121 Ms. Dec. 91, November 11, 1916. 

* Ex parte, Mallinson & Co., 121 Ms. Dec. 92, November 11, 1916. 
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plied, with cars of their manufacture. Notwithstanding the fact 
that Dodge Bros. do not make delivery cars, the opposition was im- 
properly dismissed. A run-about sold under the name “Dodge- 
About” would be believed to be of the manufacture of Dodge Bros. 
The applicant has no right, moreover, to the use of the name 
“Dodge.” The presence of the name in the corporate name of the 
opponent only serves to emphasize the impropriety of this registra- 
tion by the applicant. Had he desired to distinguish his cars, he 
might have used his own name and called them ‘“Mix-Abouts.”’ 
“The word ‘Dodge-About’ is not only descriptive of applicant’s 
cars, but aptly describes his conduct in this proceeding.’”* 


Effect of Expiration of Patent 


Cray, A. C.: <A design applied to the grinding edge of a buhr 
and having a utilitarian purpose and protected for a period of years 
by a patent, becomes public property on the expiration of the patent, 
and it cannot be thereafter claimed by the patentee as a trade-mark. 


The fact that the patentee long had the sole use of this design and 
that it has become a mark of identification for his goods, not only 
does not give him the right to the exclusive use of the design but 
is the very reason why he cannot have the exclusive use, because the 
previous use was under the protection of a patent and not trade use, 
upon which alone an exclusive right may be based.” 


1 Dodge Bros. v. Mix, 121 Ms. Dec. 134, 144, November 21, 1916. 
* Ex parte, Letz Mfg. Co., 120 Ms. Dec. 200, August 9, 1916. 














EDITORIAL 
ANNOUNCEMENT 


The Editorial Staff of The Trade Mark Reporter 
wishes to thank those subscribers who have so 
kindly forwarded to them opinions of the courts 
for publication in advance of their appearance in 


the official reporter. 


As a result, Volume Six (1916) contains ten cases 
reported there for the first time. It contains some 
fifteen other cases which have not as yet appeared 


in any other reports. 


This is exclusive of the Digest of the Decisions 
of the Commissioner of Patents, which are not ac- 


cessible except as reported herein. 





